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Uproar Company v. NatTionaL BroapcastTiInGc COMPANY, ET AL. 
(28 U.S. P. Q. 250) 


United States Circuit Court of Appeals, First Circuit 
January 7, 1936 


Unram Competirion—“Ep Wynn” anv “Granam McNamere”—UwNavruor- 
1zED Use or Rapio Scripr anv Names oF Participants—Form oF 
DECREE. 

Defendant, Texas Company, contracted with Ed Wynn, well-known 
radio comedian, to appear in a series of broadcasts designed to advertise 
its products, said programs to be broadcast by defendant, the National 
Broadcasting Company, Wynn to write or otherwise furnish his scripts, 
in which defendant Graham McNamee had a speaking part. 

Plaintiff, after said broadcasts, published the contents of each script, 
featuring the names of said Wynn and McNamee, in a magazine called 
Uproar which it sold at ten cents a copy. Held that the decision of the 
District Court, enjoining plaintiff from issuing said publication on the 
ground of injury to the Texas Company should be affirmed, but the 
decree modified by adding to the end thereof the words, “in any way 
which injures or interferes with the benefits which the Texas Company 
might derive from its advertising under its contracts with Wynn.” 
Israel Gorovitz (Arthur Berenson and Bernard Berenson of 

counsel), of Boston, Mass., for appellant. 

Stuart C. Rand (Warren B. Manhard, Choate, Hall & Stewart, 
A. L. Ashby and E. Stuart Sprague, of counsel), of Boston, 
Mass., for National Broadcasting Company. 

Melville F. Western (LeLand Powers and Powers & Hall, of 


counsel), of Boston, Mass., for Texas Company. 


Appeal from the District Court for the District of Massachu- 
setts; Brewster, D. J. (23 U. S. P. Q. 254). 


Before Morton and Morais, Circuit Judges, and McLean, 
District Judge. 


Morton, C. J.: This is an action at law to recover damages for 
an alleged conspiracy between the defendants, (1) to interfere 
maliciously with contracts made by the plaintiff with certain broad- 
casting concerns to advertise its pamphlets and books, (2) to prevent 
the printing and distribution of such pamphlets and books, and 
(3) to prevent the advertising of them over the radio. The alleged 
purpose of the conspiracy was to prevent the plaintiff from carrying 
out arrangements made between it, Ed Wynn and Keenan Products, 
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Inc., a corporation owning certain rights transferred to it by Wynn, 
for the advertising and selling of certain literary productions of 
Wynn. There is a second count alleging a conspiracy under the 
Federal anti-trust laws to interfere with interstate communications. 

The defendants pleaded equitable defenses. That of the Texas 
Co. alleged in substance that the plaintiff had no such property 
rights in the productions of Wynn incorporated in the pamphlets 
and books as enabled it to maintain the action, and that its attempted 
advertising and sale of them was in violation of the defendants’ 
rights. The prayer was for an injunction against any attempt on 
the part of the plaintiff to publish, advertise or sell the literary 
productions in question. The answer of the National Broadcasting 
Co. further alleged that the pamphlets and books published by the 
plaintiff made use of the name “Graham McNamee” in which the 
Broadcasting Company had exclusive rights. It prayed that such 
use might be enjoined. In the court below the equitable defenses 
were sustained and the plaintiff has appealed. 

The first question is whether any ground of equitable defense 
is pleaded, i.e., whether the defenses stated ought not to have been 
made in the action at law. Inasmuch as the plaintiff's conduct is 
alleged in the answer to have been illegal and tortious and an inter- 
ference with the defendants’ property rights, and as it is of such 
character as, by the settled practice in equity, will if illegal be en- 
joined, and as injunctions were prayed for, i.e., an affirmative relief 
not obtainable in the action at law, we think that the equitable de- 
fenses were properly pleaded and were properly heard in advance 
of the trial of the action at law. There is no question but what they 
related to the subject-matter of the plaintiff’s action; indeed they go 
to the root of it. It is the practice in cases in which equitable de- 
fenses are properly pleaded in an action at law for the trial court 
first to determine the equitable issues and “Once having assumed 
jurisdiction, it (the equity court) will determine all rights, legal or 
equitable, which are necessary to settle the equitable issues.” 
Wilson, J., People of Porto Rico v. Livingston, 47 Fed. (2d) 712 
at 721 (C.C. A. 1). See too 28 U.S. C. A. Sec. 898; Equity Rule 
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23; and Liberty Oil Co. v. Condon National Bank, 260 U. S. 235. 

We come therefore to the merits of the controversy between the 
parties. The basic facts are not in dispute. The Texas Co. is a 
large dealer in gasoline and related products. It made contracts 
with Ed Wynn, a well-known actor and comedian, to give a series 
of radio broadcasts in advertisement of its goods. The broadcasts 
were to be given weekly, and under the first contract Wynn was to 
be paid $5,000 for each one if he furnished the program for it, 
$3,500 if he did not. By other contracts the Texas Co. arranged 
with the National Boardcasting Co. for the use of its system for 
these broadcasts and for the services of Graham McNamee, a well- 
known speaker over the radio who was under contract with the 
Broadcasting Company whereby it was solely entitled to his services 
in broadcasting and to all public uses of his name. The arrange- 
ments between the various parties involved many details which were 
covered by the agreements, but which it is unnecessary to go into. 
The original contract between Wynn and the Texas Co. was for 
thirteen performances; but by additional contracts and options which 
were exercised, over fifty additional performances were arranged 
for on substantially the same terms, except that the later contracts 
did not contain the provision for reduction in compensation if Wynn 
did not furnish the program. For the entire series Wynn received 
if he furnished the programs over $350,000. The script which 
Wynn prepared required a second speaker. McNamee took this 
role. The total expense of the Texas Co. for each performance ap- 
pears to have been about $13,000. 

The performances were highly successful; Wynn’s jokes and 
witticisms made a great hit with the public. He or his associates 
apparently conceived the idea that it would be profitable to realize 
on this good-will by publishing his programs in pamphlet form im- 
mediately after they had been delivered over the radio. The plain- 


tiff corporation under arrangements with Wynn, and with Keenan 


Products, Inc., and one Leavitt who were interested in the copy- 
rights or other phases of the matter, undertook to do this by a weekly 
pamphlet entitled Uproar which was sold for 10c per copy. The 
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Uproar Co. attempted to advertise this pamphlet over the radio 
shortly after the conclusion of the performance for the Texas Co., 
which was contained in the pamphlet, had been given. 

The Texas Co. objected to this on the ground that it owned the 
subject-matter of Wynn’s broadcast for it and on the further 
ground that the publication of the pamphlets would injure the ad- 
vertising value of the broadcast. The National Broadcasting Co. 
objected on the ground that the pamphlets used Graham McNamee’s 
name, under the abbreviation “Graham,” in violation of its rights. 
There is no doubt that the word “Graham” was used in the pam- 
phlets, nor that it was there intended to refer to Graham McNamee 
and was so understood by the public. As has been said, McNamee 
took part in the broadcasts. 

The first question on the merits is whether the Texas Co. ac- 
quired exclusive rights in the personal script prepared by Wynn for 
use in the broadcasts or whether that right remained in him. The 
District Judge was of opinion that these rights belonged to the 
Texas Co. As was said in a somewhat similar case, “It is a question 
of fact to be derived from all the circumstances of the case what is 
the nature of the contract entered into between the parties.” 
Halsbury, L. C., in Lawrence § Bullen v. Aflalo, L. R. 1904 App. 
Case 17, at 20. 

The contracts, which are all in writing, make no explicit provi- 
sion on this point. Under them the Texas Co. “hereby agrees to 
and hereby does employ the party of the second part (Wynn) as the 
principal feature star of a radio broadcast to be given for 
consecutive weeks once a week for one-half hour beginning (date 
named) at a salary of ($5,000) per week for each and every week,” 
etc. Wynn’s obligation was “to render service as an artist,” and to 
supply the necessary personal scripts for broadcasting over the 
radio, etc.... “He agrees to render such service to the best of 
his ability,’—and in the later contracts,—‘“in the manner as here- 
tofore rendered.” The first contract further provided: 


6. It shall be the right of election of the party of the second part (Wynn) 
however to determine whether or not he will perform in full in services of 
supplying the program and arranging the same, subject to the supervision 
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and approval of the party of the first part, which is a part of the duties the 
party of second part (Wynn) agrees to perform during the first thirteen 
weeks for same. ... If he shall elect not to perform such services of supply- 
ing the program as herein recited, because of the fact that he shall be 
actively engaged in playing upon the speaking stage, then he shall receive 
the sum of $3,500 per week for each and every week that he shall broad- 
cast in the optional period of said fifty-two weeks herein mentioned, but in 
that event he shall be known as the star and high-spot of the said broad- 
cast, etc. 


The District Judge, applying the contracts to the circumstances 
surrounding them, held that they in effect made Wynn an employee 


of the Texaco Co. for advertising purposes and that the literary 
programs or script which he prepared for that purpose became its 
property. He regarded the situation as analogous to one in which 
an author had been employed to prepare manuscripts for publica- 
tion; or to one in which an inventor had been employed under salary 
to make a specified invention. See Lawence v. Aflalo, supra; Diel- 
man Vv. White, 102 Fed. 892; Standard Parts Co. v. Peck, 264 U.S. 
It does not seem to us, however, that Wynn's services were of 

that character. Wynn was not employed to prepare material, but 
to give a show. The proposed show involved two elements, Wynn’s 
personality, skill and reputation as an actor and comedian, and the 
material which he used. It was to be entirely a spoken affair. The 
essential thing about it was that it should attract people to listen in, 
so that they would hear the Texas Company’s advertising which was 
given in connection with it. The script was prepared for that pur- 
pose. There is nothing in the contracts to indicate that the Texas 
Co. regarded the scripts as of value to it after the performance was 
over or desired to obtain the literary property in them. That prop- 
erty originally belonged to Wynn, and he did not lose it unless the 
contract carried an implied assignment of it to the Texas Co.’ 
We do not think that any such assignment is implied from the 
language of the contracts or the relations of the parties. The 
literary property in the scripts prepared by Wynn remained in him. 
We do not overlook the fact that Wynn was paid $1,500 more if he 
1In England by statute the presumption is the other way in certain 


cases, i.e., that the property passes unless expressly reserved. See Lawrence 
§ Bullen v. Aflalo, supra; Sweet v. Benning, 16 C. B. 459. 
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furnished the scripts. The Texas Co. apparently assumed that 


script obtained elsewhere would cost about that amount. The in- 
ference from this fact seem to us too speculative to be controlling. 
It is impossible to say who would have furnished the script if Wynn 
did not, nor on what terms and conditions with respect to the title 
to it. 

As the literary property in the scripts belonged to Wynn he had 
the general right to publish them. But this right was not un- 
restricted. As the scripts were prepared under contracts with the 
Texas Company for that company’s advertising and Wynn had been 
paid for that use of them, plainly he was not at liberty to make any 
other use of them which would in any way weaken or interfere with 
that for which they had, so to speak, been sold. The principle is 
well established, 


That in every contract there is an implied covenant that neither party 
shall do anything which will have the effect of destroying or injuring the 
right of the other party to receive the fruits of the contract, which means 
that in every contract there exists an implied covenant of good faith and 
fair dealing. Hubbs, J., Kirke La Shelle Co. v. Paul Armstrong, 263 N. Y. 
79. See too Manners v. Moroco, 252 U. S. 317. 


The final question is whether the publication and sale of the 
plaintiff's pamphlets Uproar did in fact have that effect. The 
District Judge found, 


The plaintiff can have no greater right than Wynn or McNamee. Both 
defendants complain that the plaintiff, in publishing Uproars, has ap- 
propriated and will appropriate the good-will which the defendants have, 
at large expense, succeeded in creating and to which the plaintiff has con- 
tributed nothing. In other words, that the plaintiff, for its own profit, is 
seeking to take an unfair advantage of the popularity of widely advertised 
programs, the proprietary interests in which belong exclusively to the 
defendants under their respective contracts with Wynn and McNamee. 

This misappropriation and use by the plaintiff tends to impair the value 
of the exclusive rights which the defendants have acquired by cheapening the 
whole advertising program. There was evidence tending to show that 
those who were in the radio audience when the program was on were led 
to believe that the plaintiff's publication was put out by the defendants, or 
one of them. 

The defendants say, with justice as I see the matter, that such a use 
would “detract from the unique quality and artistically complete effect of 
the defendant’s advertising. It would tend to cause confusion in the minds 
of the public with respect to the relationship between the plaintiff and the 
defendant, and to create some degree of impression that the defendant was 
responsible for what the plaintiff might do.” The cogency of the argument 
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lies in the fact that the defendants have no control by way of censorship, 
or otherwise, of the matter that may appear in Uproar. I have no hesita- 
tion in finding and ruling that the plaintiff is making a commercial use, 
wholly unauthorized, of the script and of the name “Graham.” 

It will be observed that the District Judge’s findings dealt not 
only with what he regarded as an unpermitted misappropriation of 
the scripts but also with the effect of the plaintiff’s use of them on 
the Texas Company’s advertising. While the evidence on this point 
is not very full, and perhaps not very satisfactory, we think it sup- 
ports the District Judge’s findings. From an inspection of the 
Uproar pamphlets, which were shown to us, we think it might well 
be found that they were cheap and flashy, and if attributed to the 
Texas Co.—as apparently they were to some extent at least—were 
calculated to injure the effect of its advertising. 

It is clear that the plaintiff had no right to use Graham 
McNamee’s name in its publication, either in full or under the 
abbreviation “Graham.” 

It follows that the plaintiff cannot maintain the present action 
and that the first clause in the decree enjoining it from doing so 
was right. The second clause in the decree enjoining the plaintiff 
from publishing, etc., should be modified by adding at the end 
thereof the following: “‘in any way which injures or interferes 
with the benefits which the Texas Co. might derive from its advertis- 
ing under its contracts with Wynn.” In all other respects the decree 
is affirmed, with costs to the appellee. 

The decree of the District Court, as modified by this opinion, is 
affirmed with costs to the appellees. 


McLe tan, J. (dissenting): I am in accord with the majority 
view that, notwithstanding his contract with the Texas Company, 
the literary property in the scripts belonged to Wynn, that he had 
the right to publish them, and that this right was not unrestricted. 

While recognizing the principle that a contractor impliedly 
promises that he will not use retained property in such a way as to 
defeat the purposes of the contract, I doubt whether in any event 


we should go as far as the majority opinion suggests in the proposed 
injunction. Be this as it may, we all agree in substance that the 
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plaintiff, by virtue of mesne assignments from Wynn, has a restricted 
right to publish the scripts, and I cannot see why, on this record, 
the plaintiff should be enjoined from prosecuting its action for an 
alleged unlawful interference with that right. I should suppose that 
if the defendants made out a complete defense they would be entitled 
to a judgment—not an injunction. But they are entitled to neither. 
The majority concedes such ownership in the plaintiff, that I think 
it cannot be ruled as a matter of law at this stage of the proceedings 
that the plaintiff has no cause of action for interference with its 
ownership and restricted right to publish the Wynn productions. 
And this entirely apart from the jurisdictional question as to which 
I am not in accord with the majority of the court. 

The non-ownership of the plaintiff alleged in the equitable 
answer is for reasons already stated out of the case. The restricted 
ownership set up in what the defendants call an equitable defense 
is a matter which would have been in issue in the law action if no 
such thing as an equitable defense ever had been provided. May a 
defendant, by raising a legal issue, by calling it equitable, and by 
asking for an injunction of the type described in the majority 
opinion, deprive the plaintiff of a trial at law? In spite of judicial 
utterances to the effect that the test of the right to a trial in equity 
on a plea to an action at law is whether the averments of the plea 
are such as to constitute a proper basis for a bill in equity, I think 
this question should be answered in the negative. For this additional 
reason there should be no injunction against the prosecution of the 
action at law. 

I doubt also whether the appearance of the name “Graham’”’ 
as a participant in the dialogue constituting the script should be 
regarded, under the circumstances here presented, as preventing 
the plaintiff from publishing the Wynn compositions. At any rate, 
the plaintiff had the right to publish and sell the script by deleting 
the name in which the National Broadcasting Company had certain 
rights by contract with Graham McNamee. 

In conclusion, I think the court was without jurisdiction in equity 
to hear the case over the plaintiff's protest, and that no injunction 
in any form should issue. 
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SocieTE VINICOLE DE CHAMPAGNE v. Mumm CHAMPAGNE & ImpPor- 


TATION Company, INc. 
(29 U.S. P. Q. 336) 


United States District Court, Southern District of New York 


December 31, 1935 


Trape-M arks—CoNVEYANCE—SCOPE. 

The sale to plaintiff of the good-will and trade-marks of a French 
company owned by German citizens and seized during the World War 
held to include trade-marks not only in France but throughout the 
world. 

TrapE-Marks—“Mumm” on CuampaGne—Restricrions on Use Arrer SAce 
or Business. 

Defendant, a German citizen inherited from its ancestors their right 
to use the name “Mumm” on champagne made by them in France under 
the name G. H. Mumm & Company. Held that, after sale of the lat- 
ter’s assets, trade-marks and good-will to plaintiff, defendant should be 
enjoined from the use of the name “Mumm” alone, but be permitted to 
use his full name “Mumm von Schwarzenstein” in a competing business. 

Trape-Marks—Decision or Mrxep Trrsunats—Res ApJupicarta. 

A decision of Mixed Tribunals in France as to the rights to a trade- 
mark, seized as German property during the War and sold to plaintiff, 
a French company, held res adjudicata in the United States as to 
plaintiff and German member of French company, party to proceedings 


in France, also as to United States corporation of which said German 
member is sole owner. 


Trapve-M arks—INFRINGEMENT—ACCOUNTING. 

In the case at issue, since the damages for infringement are not 
large enough to warrant an accounting, costs of same must follow the 
event, if plaintiff demands accounting. 

Trape-MarkKs—PLeaDING AND PRACTICE. 


A decree in case of trade-mark infringement should include provision 
that either party may apply to court, on proper proof, for such modi- 


fication as may seem just. 
In equity. Action for trade-mark infringement and unfair 


competition. Injunction granted. For related case, see 25 T.-M. 
Rep. 203. 


C. P. Goepel, of New York City, for plaintiff. 


Wayne Johnson (Mark J. Ryan, of counsel) both of New York 
City, for defendant. 


Wootsey, D. J.: My decision herein is in favor of the plaintiff, 


which will have an interlocutory decree carrying costs and giving the 
relief hereinafter indicated. 
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I. This cause, which involves questions of infringement of trade- 
mark and of unfair competition, is now before me on final hearing. 

The subject-matter jurisdiction of this court herein is based, in 
so far as questions of trade-mark are involved, on the Trade-Mark 
Acts, Sec. 17, title 15, United States Code, Sec. 97, and, in so far 
as questions of unfair competition are involved, on the fact that it 
involves far more than the jurisdictional amount of $3,000, exclusive 
of interest and costs, and that the plaintiff is a corporation organized 
and existing under the laws of the French Republic and the de- 
fendant is a corporation organized and existing under the laws of 
the State of New York. Title 28, United States Code, Sec. 41, 
subd. 1 (c). 

II. The plaintiff’s bill of complaint filed on January 30, 1934, 
asks for the injunctive relief customary in cases of this kind, espe- 
cially emphasizing the prevention (1) of the defendant’s use of the 
names “The Mumm Champagne & Importation Company, Inc.” 
“Mumm,” “Mumm’s,” and “Mumm & Company” as being an in- 
fringement of the plaintiff's trade-name and trade-marks; and (2) 
of unfair competition with the plaintiff in the sale of champagne 
wines. 

III. The cause first came before me in connection with motions 
to strike out certain affirmative defenses and a counterclaim pleaded 
by the defendant in its answer. 

The counterclaim and all the affirmative defenses were stricken 
out except the fourth, in respect of which the defendant was given 


leave to amend so as to allege what is the true name of its leading 





incorporator—referred to throughout said defense as Walther von 
Mumm Société Vinicole de Champagne v. Mumm Champagne & 
Importation Company, 10 F. Supp. 289, 26 U. S. P. Q. 18 [25 
T.-M. Rep. 203]. 

The defendant filed its amendment to the fourth affirmative de- 
fense, but did not conform properly to the order which I had made, 
and a motion was then made by the plaintiff to strike out this 
amendment to the answer. This motion was granted by Judge 
Bondy with leave again to amend. 
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The defendant then filed its finally amended fourth affirmative 
defense stating under oath inter alia that the true name of the in- 
corporator of the Mumm Champagne & Importation Company was 
Walther von Mumm. 


This defense, in so far as it needs to be here quoted, is as follows: 


The defendant herein was organized under the laws of New York on or 
about September 29, 1933, by Walther von Mumm, Carl M. J. Zielinski and 
Guy H. Lippit, incorporators, with an outstanding and paid up capital 
of one hundred shares, which are owned as follows: By Walther von Mumm, 
seventy shares; in escrow for Sidney Sugerman, thirty shares. The officers 
of the defendant are as follows: Walther von Mumm, president; G. H. 
von Mumm (nephew of Walther von Mumm), vice-president; James W. 
Thornton, vice-president and secretary; Carl M. J. von Zielinski, treasurer. 
The defendant’s president, Walther von Mumn, is the principal actor in 
its business and daily gives his time and attention thereto to the exclusion 
of all other business. Said Walther von Mumm is a direct descendant of the 
founder of the original G. H. Mumm & Co. and has been engaged in the 
business of manufacturing and selling champagne wines for more than 
twenty-five years, except for interruption caused by the World War. Said 
Walther von Mumm is not in any sense a figure head or dummy officer or 
director of the defendant, and the use of his name in defendant’s corporate 
name is to give public notice of his association and employment with and 
by the defendant. . . . Defendant is the exclusive agent in the United States 
to sell champagne wines made or selected by or under the direction of any 
member of the Mumm family. All of said champagne wine sold by it was 
manufactured or selected by some member of the Mumm family skilled 
in the art of manufacturing or selecting high grade champagne wines. 
The champagne wines sold by defendant are plainly and clearly marked 
and labelled in a manner totally different from the manner in which the 
champagne wines sold by plaintiff are marked and labelled. . . . The con- 
suming public has not confused and will not confuse the markings and 
labels on plaintiff's goods with the markings and labels on defendant’s 
goods. 

The true name of Walther von Mumm—the person referred to in this 
defense as such, is Walther von Mumm. 


There was a supplementary bill of complaint filed after my 


decision above referred to on motion to strike out the separate 


affirmative defenses, so that the cause has come on for trial on the 
allegations of the complaint, the denials thereof, and the affirmative 
defense just set forth. 

IV. After the issues were thus framed, the plaintiff filed a mo- 
tion for a preliminary injunction which was granted by Judge Hul- 
bert. Société Vinicole de Champagne v. Mumm Champagne & Im- 
portation Company, Inc., 11 F. Supp. 208 (27 U.S. P. Q. 41). 
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The preliminary injunction order restrained inter alia the de- 
fendant in the sale or distribution of champagne or sparkling wines 
or the like, excepting champagne wines having their origin in plain- 
tiff, from using the name “The Mumm Champagne & Importation 
Company, Inc.,” and from using the name “Mumm” or any name 
which includes the word ‘““Mumm” or any colorable imitation thereof, 
excepting therefrom as a proper restriction pending the trial of the 
cause the use of one or two definitely restricted names, i.e., “W. v. 
Mumm Wine Co., Inc.,” or “Walther Mumm Importing Co. of New 
York, Inc.,” having throughout characters of uniform style and size, 
save the second character “v,”’ the use of the name chosen by de- 
fendant to be always immediately followed by the phrase “Not con- 
nected with Société Vinicole de Champagne (Successor to G. H. 
Mumm & Co.),” in characters definitely defined and of one-half the 
size of the characters in which the word ‘““Mumm” is printed as part 
of the chosen name. 

As a further proper restriction, defendant was enjoined from 
issuing, etc., any advertisement, circulars, catalogues, or handbills 
without having inserted thereon in a conspicuous position a pre- 
scribed “Notice” defining the relations of the parties. 


Upon the interlocutory motion for preliminary injunction, Judge 


Hulbert did not find it necessary to decide what is the true name of 
the defendant’s principal incorporator. 

There was not any appeal taken from the preliminary injunction. 

All the questions involved in this cause have been dealt with at 
the trial at great length, and there have resulted certain changes in 
the facts from what I understood them to be on the above-mentioned 
motion to strike out defenses. These changes will be the subject of 
comment hereinafter. 

V. I find the facts in this cause as follows: 

1. Under the heading “Mumm von Schwarzenstein” in the Al- 
manach de Gotha, which is the recognized genealogical reference 
book for the Prussian and other German nobility, cf. Edition of 
1901, are listed the ancestors of the witnesses Hermann and 
Walther Mumm von Schwarzenstein who have testified in this cause, 
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and who will be hereinafter referred to merely for convenience of 
nomenclature as “Mumm,” the appellation by which they are in 
most relations in life usually known. 

It appears from the said Almanach de Gotha that the family 
of Mumm von Schwanzenstein belonged to the ancient nobility of 
Cleves, a town in Rhenish Prussia situated not far from the Rhine, 
and principally known to English speaking folk as the birthplace 
of Anne of Cleves, the fourth wife of Henry VIII. 

The Mumm family is traceable as far back as 1359, and it ap- 
pears that there were the changes characteristic of early and some- 
what unlettered times in the spelling of the name, as, for instance, 
it is found as Mom, Momme, Mumme, and Mumm. 

In 1514 Rudolph Mumm or Mom purchased the estate of 
Schwarzenstein from a family which seems to have been called 
Amelong, and his son was known as Bernd or Berndz von Schwar- 
zenstein. 

In the early nineteenth century one part of the family, referred 
to in the Almanach de Gotha as “The Third Line,” turned its atten- 
tion to wine making. 

Gottlieb Mumm, born in Solingen, February 6, 1781, founded 
in 1822 the Johannesberger Estate, and in 1827 at Reims, France, 
the champagne house which later became known as G. H. Mumm & 
Co. 

Gottlieb’s son, called in the Almanach de Gotha, Jacob Georg 
Hermann Mumm von Schwarzenstein, because of the renewal of his 
Prussian nobility in 1873 as hereinafter shown, was born in Frank- 
fort on November 23, 1816, and is the grandfather of the witness in 
this case whom I am calling for convenience Hermann and Walther 
Mumm, and whose father, Peter Arnold Gottlieb Hermann, born 
at Frankfort September 29, 1842, was head of G. H. Mumm & Co. 
in his turn until Hermann Mumm succeeded him. 

2. In 1854 the firm of G. H. Mumm & Co. was organized at 
Reims, France, by the aforesaid Jacob Georg Hermann Mumm 


under the laws of France as a société en nom collectif, with mem- 
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bers of the Mumm family as a preponderating majority of the 
beneficial owners thereof. 





8. In 1854 a label of said firm, showing an anchor with the word 
“Original” above it and the words “G. H. Mumm & Co., Reims,” in 
curved form below its flukes, and below those words the word 
“Champagne” in much smaller type, was entered, according to the 
act of Congress then in force, in the clerk’s office of the District 
Court of the United States for the Southern District of New York. 

4, On March 81, 1878, William the First, the German Emperor 
and King of Prussia, granted a patent of nobility to the Mumm 
family, which, translated, reads as follows: 

We, Wilhelm, announce that as the Royal Danish Council and head of 
the merchant wholesale house, Jacob Georg Hermann Mumm has proved 
his descent from the noble family of Mumm von Schwarzenstein, that we 


renew their nobility for himself as well for the present and future direct 
descendants of both sexes. 


We, therefore, bestow on you and on your all beforementioned descend- 
ants all the rights, honors and privileges of the descendible nobility, specif- 
ically the right to call yourself von, namely Mumm von Schwarzenstein. 


5. On May 30, 1883, in the Official Gazette of the German 
Empire and of Prussia, there was the following announcement: 


His majesty the King is pleased to grant the title of Purveyors to the 
Royal Court to the merchants Peter Hermann von Schwarzenstein and 
Max von Guita of Frankfort a’ Main, Germany, proprietors of the firm 
of Peter Arnold Mumm of Frankfort a’ Main, Germany, and co-partner 
of G. H. Mumm & Cie., of France. 





6. United States certificates of trade-mark registration Nos. 
3,984, of September 12, 1876, 4,478, of March 20, 1877, 8,638, of 
September 13, 1881, 9,887, of November 21, 1882, 10,513, of 
August 14, 1883, were issued to said firm on the dates named. All 
these showed as part of the marks the name of “G. H. Mumm & Co.” 

7. From shortly after 1906 and until the events hereinafter 
mentioned, all the beneficial ownership of G. H. Mumm & Co. was 
in members of the Mumm family; the partners in the firm being 
(names abbreviated for convenience) Hermann Mumm and Mme. 
Emma Passavant Mumm, widow of Peter Mumm, and from January 
1, 1918, Walther Mumm. 
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8. United States certificates of registration of trade-marks were 
filed on the dates indicated: No. 51,869, on April 24, 1906; No. 
55,641, on August 21, 1906; No. 55,642, on August 21, 1906; No. 
55,648, on August 21, 1906; No. 58,835, on December 25, 1906. 

9. G. H. Mumm & Co., which was always domiciled at Reims, 
France, used, when they exported wines from France into the United 
States, on their labels the above trade-marks which were owned and 
registered by them in France and registered by them also as owners 
in the Patent Office of the United States. 

10. At least from 1891 to the times hereinafter mentioned 
Frederick de Bary & Co. of New York were the sales agents of G. H. 
Mumm & Co. and the distributors of their wines throughout the 
United States, where they were sold on consignment under the trade- 
marks above mentioned. 

11. On January 1, 1911, a corporation of New York, called the 
Mumm Champagne & Importation Company, Inc., precisely the same 
name as that of the defendant herein before it was changed in pur- 
suance of Judge Hulbert’s decision on the preliminary injunction, 
was formed by G. H. Mumm & Co., and this corporation, which will 
be called hereinafter the First Agency Corporation, took over the 
De Bary sales agency business in “Mumm” wines and continued it 
as before, selling on consignment champagne bottled in the Reims 
district of France and marked with the “Mumm” trade-marks afore- 
said. 


12. On December 28, 1914, after the European war had begun, 


the French government appointed a sequestrator, who sequestrated 


and attached all the properties in France of every nature and kind 
of G. H. Mumm & Co. and Hermann Mumm. A further order of 
January 6, 1915, of the President of the Tribunal of First Instance 
of Reims, seized the property in France of Hermann Mumm, Walther 
Mumm, and the Widow Passavant Mumm. 

18. On August 11, 1919, the Constitution of the German Federa- 
tion, which is commonly referred to as the Weimar Constitution, was 
adopted. Provision 109 thereof reads as follows: ‘Public privileges 
or disadvantages of birth or status are to be abolished. Marks of 
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nobility are considered only as part of the name and shall not be 
granted any more.” 

14. On March 17, 1920, the President of Tribunal of First In- 
stance at Reims ordered the liquidation of the property of G. H. 
Mumm & Co., which had been seized, and on June 19, 1920, ap- 
pointed liquidators therefor, and ordered the liquidators “to assure 
the execution under the terms of the conditions of sale of all provi- 
sions therein contained.” 

15. The First Agency Corporation, owned by said firm of G. H. 
Mumm & Co., was seized as an enemy owned corporation by the 
Alien Property Custodian of the United States, and on November 
24, 1919, the First Agency Corporation was dissolved by the Alien 
Custodian of the United States and thenceforth entirely disappears 
from the situation, except as the suggestion of a name for the 
defendant. 

16. On August 11, 1920, the liquidators reported to the Presi- 
dent of the Tribunal of First Instance at Reims that the public sale 
of the properties of the firm of G. H. Mumm & Co. had taken place 
on July 20, 1920. 

This sale by its terms covered all the seized assets of the said 
firm, that is, all the vineyards, and all other real estate, including 
the premises where the firm headquarters were then situated at No. 
29 rue de Champ de Mars, Reims, France, the customers and good- 
will of the business of the firm, all the trade-marks of the firm, the 
material and equipment intended for the operation of the business, 
and the merchandise on hand. 

17. On August 17, 1920, the sale of the G. H. Mumm & Co. 
properties to the plaintiff—a corporation existing under and by vir- 
tue of the laws of France—was duly confirmed and recorded in the 
office of the clerk of the court of the First Instance at Reims. 

18. On September 9, 1920, the French liquidator, in pursuance 
of the powers in him vested, confirmed the transfer to the plaintiff 
herein of all the right, title, and interest of G. H. Mumm & Co. in 


trade-marks which were owned and registered by G. H. Mumm & 
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Co. in France and registered by it as owner thereof in the United 
States. 


19. On October 24, 1921, the Mixed Tribunal rendered a 
unanimous decision in a litigation which had been initiated by the 
plaintiff against the persons who were the partners in G. H. Mumm 
& Co. at the time of the seizure and liquidation, thereof. 

The title of this proceeding was: Plaintiff: Société Vinicole de 
Champagne. Defendants: Hermann de Mumm of Vitzneu, Switzer- 
land; Walther de Mumm of Frankfort sur Main, Germany; Widow 
Emma de Mumm (née Passavant) of Frankfort sur Main, Germany. 

The three defendants were sued as individuals and in their 
capacity as partners of G. H. Mumm & Cie. 

An agreed summary of this proceeding, showing the issues raised 
and the determination of the Tribunal thereon, is as follows: 


The application of the plaintiff prayed: 

That the Tribunal declare the plaintiff to be the sole owner of the trade- 
marks which belonged to G. H. Mumm & Cie.; that plaintiff alone should be 
entitled to use the trade-marks in all countries where the same had been 
registered; and further be entitled to effect registration of the trade-marks 
in all countries where such registration had not yet taken place. 

That the Tribunal order the defendants, jointly and severally, to pay 
damages to the plaintiff to the amount of a million francs per month from 
August 27, 1921, up until date of judgment. 

That the Tribunal order the defendants to pay the plaintiff one million 
francs per month from the date of the judgment up until the date on which 
every infringement of plaintiff's rights has ceased; and also that the 
Tribunal shall order the defendants to pay all costs of litigation. 

The court held on the facts: 

(a) That defendants, German citizens, had constituted in Reims under 
the name of G. H. Mumm & Cie., a société en nom collectif for conducting 
business in champagne wines. 

(b) That by court order of the president of the Civil Tribunal of Reims, 
dated December 28, 1914, directed against the German firm Mumm & Co., 
the entire property of said firm, its real property, merchandise, movable 
property, securities, accounts receivable, at Reims and at the branch estab- 
lishment of the firm in France, were sequestrated. 

(c) That by court orders dated March 17 and June 19, 1920, respec- 
tively, the president of the Civil Tribunal of Reims, ordered the liquidation 
of property rights and interests of every kind and nature belonging to 
G. H. Mumm & Cie. and which were subjected to war sequestration. 

(d) That according to the sales specifications established by the liquida- 
tors the movable property which had to be liquidated were the following: 
“good-will of the champagne business which had been carried on at Reims 
and comprised the following items—the clientele (custom), the equipment 
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belonging to the business, the merchandise and the rights to the trade- 
marks,” 


(e) That the plaintiff acquired in its own name all the property under 
the liquidation. 

(f) That the trade-marks registered by G. H. Mumm & Cie. in foreign 
countries were not included in the liquidation which had taken place in 
France and that the defendants have therefore served on the plaintiff a 
defense threatening damage claims for the use of the trade-marks G. H. 
Mumm & Cie., the Jules Mumm mark, and especially on corks and labels, 
the marks Cordon Rouge, Cordon Vert, in all countries of the world with 
the exception of France, her colonies, possessions and protectorates; that 
the defendants intended themselves to exploit those marks or had reserved 
to themselves the right to assign the same and the labels to third parties, 
contending that in so far as M. Hermann de Mumm is concerned the trade- 
mark G. H. Mumm & Cie. was at the same time his patronymic name. 

(g) That defendants had registered in the Swiss Register of Commerce, 
the transfer of their Reims company to the City of Berne and also they had 
registered in Switzerland trade-marks for champagne wine and all other 
sparkling wines which trade-marks contain not only the firm name G. H. 
Mumm & Cie., but the emblems, such as the Eagle with Eagle with spread 
wings, Cordon Rouge and Cordon Vert, omitting only the word Reims. 

(h) That by a circular letter dated September 24, 1920, addressed to all 
their former agents, defendants did affirm their right to ownership of the 
trade-marks in all countries excepting France, her colonies, possessions and 
protectorates; also defendants stated in correspondence with certain agents 
that they intended to use the above named trade-marks for sparkling wines 
which would not have origin entirely in the champagne district. 

The Tribunal held on the law: 

That so far as the acquisition of the trade-marks is concerned, these were 
without doubt sequestered and liquidated in France as appurtenances to 
the good-will and that this results not only from the statements of the 
liquidator which were confirmed during the hearings by the statements of 
the agent of the French government, but also by the fact that the French 
sequestrator, instead of showing himself disinterested as far as the marks 
in foreign countries were concerned, considered them as belonging to the 
property subjected to administration, and therefore the liquidator had in 
so far as possible done everything in order to effect renewal of the trade- 
marks. 

That it was the well understood intention to protect through registra- 
tion of the trade-marks for champagne wines which were made in Reims 
by the firm of G. H. Mumm & Cie. and since such trade-marks were in- 
dissolubly connected with the good-will of the products represented thereby, 
it would be impossible to apply these trade-marks to a product having 
different origin without violating the trade-mark legislation; and as set 
forth in Articles 274 and 275 of the Treaty of Versailles, it would be im- 
possible to do what the defendants want without provoking confusion which 
the said articles are expressly intended to prevent. 

Further under the rules and regulations contained in the Treaty of 
Versailles, it was the purpose that the allied and associate powers should 
seize all German property wherever it was located and to take the same as 
collateral for the payments which Germany was obligated to make, but 
this aim could not be attained if the trade-marks of a German firm estab- 
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lished in France could not be sequestrated or liquidated in France while 
these rights were situated in a foreign country and they could not be 
sequestrated or liquidated in a foreign country while they belonged in an 
indissoluble manner to the good-will of the business in France, and, there- 
fore, these valuable rights would disappear without anybody having ad- 
vantage from them and this would be contrary to the Treaty of Versailles. 

That the Peace Treaty of Versailles, in annex to Article 297, paragraph 
15, and Article 306, last paragraph, expressly states that the trade-marks 
are considered to belong to the property subjected to liquidation in ac- 
cordance with Article 297, subdivision b. 

That the defendants contested the right of the plaintiff to use the marks 
because the wines which they make are not identical with the same sold un- 
der the trade-marks G. H. Mumm & Cie. as these wines were made by 
special processes and by the personal efforts and experience of Messrs. 
Mumm, from father to son. 

That such defense would have the consequence that not only the trade- 
marks in a foreign country but also the trade-marks in France could not 
be transferred (the defendants having especially recognized that the plain- 
tiff had acquired them for France) and therefore it would be impossible to 
transfer any champagne trade-mark notwithstanding a number of the most 
important champagne houses have been transferred by their founders with- 
out the validity of those transactions at any time being questioned. 

That so far as the secrets of the making of the wine are concerned, those 
secrets were included in the sale and they were transferred to the plain- 
tiff, the latter having re-employed such members of the personnel of the 
firm Mumm who were able to assure the maintenance of the distinguishing 
qualities of the champagne “Mumm.” 

The Tribunal further held that the plaintiff has acquired at the same 
time the good-will of Société G. H. Mumm & Co., all manufacturing and 
commercial trade-marks which are connected with the business indissolubly 
and which existed January 10, 1920; that the plaintiff is authorized to have 
registered in its name in all countries those trade-marks and the defendants 
must not make any opposition to such applications for registration which 
the plaintiff has either made already or which it will make in the future. 

The Tribunal further held that in order to avoid all confusion in the 
future, the plaintiff must add to the name G. H. Mumm & Co., which it 
acquired the words “Successeur, Société Vinicole de Champagne”; but as 
to those champagne wines which plaintiff acquired from the liquidator 
through the sale, plaintiff need only stamp the labels in such manner as 
to make clear that it is the vendor of such wines. 

And the Tribunal further held, while it cannot be denied to defendants 
the use as a trade-mark of their patronymic name, yet, if they want to use 
it as a trade-mark containing their name, defendants must eliminate all 
elements by which confusion can be provoked between their products and the 
products of the plaintiff. Especially, defendants must omit for sparkling 
wines the use of all trade-marks, labels and other elements which would 
indicate champagne, Reims, Cordon Rouge, Cordon Vert, Eagle, etc. And 
in the case defendants make wine in the champagne district, all indications 
relative to Cordon Rouge, Cordon Vert, Eagle, etc., which have created 
confusion between their new fabrication and the liquidated good-will, must 
be omitted. 
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In so far as damages are concerned which are claimed by the plaintiff, 
the Tribunal is of the opinion that defendants have not acted in bad faith 
and that therefore it is sufficient to re-establish the troubled commercial 
situation caused by the defendants, that the plaintiff is allowed to give 
large publicity to this judgment at the cost of the defendants. 

The court requested the German agent to assure the execution of this 


judgment. 

This judgment and decree was recorded in the office of the 
appropriate department of the Secretariat of said Mixed Tribunal; 
i.e., the department thereof dealing with French and German claims. 

20. On October 29, 1921, the aforesaid confirmation of transfer, 
dated September 9, 1921, of all the G. H. Mumm & Co. trade-marks 
—described nominatim in pursuance of the requirements of our 
law—to the plaintiff herein was recorded in the United States 
Patent Office. 

21. On December 3, 1921, there was recorded in the United 
States Patent Office a certified copy of the court record of the clerk 
of the Court of the First Instance at Reims showing the sale to 
the plaintiff by the French liquidator on August 11, 1920, of all the 
business properties of G. H. Mumm & Co., i.e., as above indicated, 
its vineyards and other real estate, stock in hand, equipment, inven- 
tories, good-will, trade-marks, and brands. 

22. On June 8, 1922, the plaintiff as successor to G. H. Mumm 
& Co. applied to the United States Patent Office for registration 
in its name, as owner, of the American trade-marks Nos. 55,641, 
55,642, and 55,643, which were then registered in the name of G. H. 
Mumm & Co., as owner thereof. 

23. On August 28, 1923, the aforesaid application filed at the 
United States Patent Office in respect to the Mumm trade-mark 
No. 55,641 was granted, and it was registered in the plaintiff’s name 
as owner and given as its number 172,400. 

24. On November 6, 1923, the aforesaid application filed at the 
United States Patent Office in respect of the Mumm trade-mark 
No. 55,641 was granted and it was registered in the plaintiff's name 
as owner and given the No. 175,387. 

25. On December 16, 1923, there was a unanimous decision by 
the Mixed Tribunal in a second litigation which had been initiated 
by the plaintiff against the G. H. Mumm & Co. partners. 
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The title of this proceeding was: Plaintiff: Société Vinicole de 
Champagne of Paris, France. Defendants: Hermann de Mumm of 
Vitzneu, Switzerland; Walther de Mumm of Frankfort sur Main, 
Germany; Widow Emma de Mumm (née Passavant) of Frankfort 
sur Main, Germany; and the German government. 

An agreed summary of the proceeding showing the issues raised 
and the determination of the Tribunal thereon is as follows: 


The plaintiff prayed that defendants, jointly and severally, be ordered 
to pay to the plaintiff— 

(a) 25 million francs as damages up to the date of the filing of this suit; 

(b) Further damages to be estimated by the Tribunal; 

(c) That the defendants be ordered to pay all costs. 

The defendants prayed by counterclaim for damages alleging that plain- 
tiff had not observed or acted according to the judgment of the Tribunal 
of October 24, 1921; and for payment by plaintiff of all costs. 

The plaintiff contended: 

That the Société G. H. Mumm & Cie., in Berne, Switzerland, remaining 
in the same for and using the same business practices as before is contrary 
to the judgment of the Tribunal of October 24, 1921; 

Also that this same complaint exists regarding Société G. H. Mumm & 
Cie., of Frankfort, Germany; 

That in compliance with the judgment of October 24, 1921, defendants 
Mumm have done nothing in order to notify the authorities in the different 
countries where the trade-marks must be transferred to Société Vinicole de 
Champagne, that they would not make any opposition to such transfers; 
and that, therefore, these trade-marks could not be transferred to plaintiff 
which had acquired them in a legal manner, and that especially in Denmark 
where the defendants did not pay any attention to the questions which the 
competent authorities addressed to them; 

That the defendants upheld the opposition which they had introduced 
before October 24, 1921, in England and in the Argentine; 

That the defendants have claimed the trade-marks of the old G. H. 
Mumm & Cie. which had already expired January 10, 1920, could not be 
contained in the liquidation procedure which had taken place at that date, 
and that they were, therefore, entitled to ask for the registration in 
defendant’s name if the words Reims and champagne would be suppressed. 
This has been done, especially in Sweden; 

That the defendants have claimed that their same rights apply to the 
marks which have been transferred by the liquidation as to the date of 
January 10, 1920, and which have not been renewed after that date; and in 
accordance with the assumed rights the defendants have made application 
for new trade-mark registrations of the trade-marks “Cordon Rouge” in 
Denmark and “Cordon Rouge,” “Cordon Vert” and “Cordon Gout Amer- 
icain” in Paraguay ; 

That on account of these actions, plaintiff has sustained heavy losses. 

Defendant’s counterclaim alleged: 

That the plaintiff committed greivous acts by the sale of its wine in 
Sweden under the trade-marks expired in 1917 and 1918, and newly regis- 
tered by the defendants in 1920. 
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That the plaintiff sold products in Denmark under trade-marks which 
have expired in 1917 before the liquidation and that in 1929 after the 
liquidation the defendants have those trade-marks newly registered for 
themselves; that the plaintiff sold the same products in Paraguay under 
the trade-names of the former firm of G. H. Mumm & Company, notwith- 
standing the trade-marks were newly registered on behalf of the defendants. 
Finally, that the plaintiff sold champagne in Italy after the judgment of 
October 24, 1921, without mention of the words “Successeur Société Vinicole 
de Champagne”; and that further on the plaintiff has registered, without 
making the same addition, the trade-marks “Cordon Rouge,” “Cordon 


Vert,” in Germany. Therefore the defendants claim damages of ten million 
francs. 


The Tribunal held: 

That in so far as the German government is concerned, the judgment of 
the Tribunal of October 24, 1921, requested the German agent to assure 
execution of said judgment of October 24, 1921; that nevertheless the Ger- 
man agent did not act at all, and that, therefore, the defendants Mumm 
were able to act in the manner in which they have; and the German Patent 
Office on March 2, 1922, when it was requested to transfer the marks regis- 
tered in the name of the old Société G. H. Mumm & Cie., to the plaintiff, 
had refused to do so without the consent of the defendants Mumm. 

That the German Patent Office having held that the Tribunal had over- 
stepped its authority conferred upon it by the Peace Treaty, therefore, 
diplomatic channels had to be taken with the German government so that 
the latter would induce the German Patent Office to register the trade- 
marks in the name of the plaintiff, and that the registration of these trade- 
marks took place August 15, 1922. 

In all of this, according to his brief, dated November 16, 1922, the Ger- 
man agent supported the actions and omissions of the defendants “Mumm.” 

The Tribunal made the point, to which all parties consented that the 
widow Emma de Mumm (née Passavant) is not a party to this present suit. 

The court further held: 

That the Tribunal is competent for this law suit in order to repair every 
prejudice resulting from the non-execution of its former decision. 

That Hermann and Walther Mumm were entitled to create in Berne 
a société-company under the patronymic name, but that in choosing the 
name of their ancestor, G. H. Mumm, the name which constituted the name 
of the liquidated firm, they have acted against the judgment of October 24, 
1921, which judgment stated that in case the defendants Mumm should use 
for their trade-marks their patronymic name, then everything should be 
done by the defendants to eliminate all elements of confusion. The state- 
ments concerning the Berne company apply equally as weil to the Frankfort 
company. 

That the actions not only of the defendants Mumm, but of the defendant 
the German government, were against the clear ruling contained in the 
judgment of October 24, 1921, and that such actions were contrary to the 
proper execution of judgment. 

That the defendants Mumm had no right to lay claim to the trade-marks 
which existed January 10, 1920, without considering whether these trade- 
marks were in use before that date or afterwards on account of the special 
nature of the products which were protected by these trade-marks—the 
plaintiff is entitled in case of expiration to reclaim them; and that it would 
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be iniquitous on the part of the defendants Mumm to try to retain by insidi- 
ous maneuvers those things which had been liquidated and acquired by the 
plaintiff. So far as the German Government is concerned, it was held re- 
sponsible for the decision of the German Patent Office in which the com- 
petency of the Mixed Arbitral Tribunal was contested, and in which the 
German Patent Office refused to make the transfer for the benefit of the 
plaintiff of all trade-marks belonging to the old firm G. H. Mumm & Cie. 
Further, the German agent who was bound, according to the judgment of 
October 24, 1921, to enforce the aforesaid judgment, has limited himself 
to notifying this judgment to the German Nationals and has acted therefore 
in flagrant opposition not only to the aforementioned judgment, but has 
encouraged defendants Mumm in their actions and omissions. Now, there- 
fore, defendants Mumm and the German Government must pay damages. 

The Tribunal held that the actions of the defendants Mumm could not 
have taken place without the collusion of the German Government. 

The defendants Mumm have acted against all equity in numerous cases, 
and, therefore, the court adjudges, as far as Hermann and Walther Mumm 
and the firms of G. H. Mumm & Cie. of Berne and Frankfort are concerned 
—holding them jointly and severally liable: 

(a) That the firm name of the Société G. H. Mumm & Cie in Berne 
and in Frankfort must be modified in such manner that each and every 
confusion with the old liquidated G. H. Mumm & Cie. is to be avoided. 

(b) That the commands contained in the judgment of October 24, 1921, 
must be observed in the strictest manner. 

(c) That the defendants Mumm, the two companies, must pay as 
damages to the plaintiff, before April 1, 1924, 3,500,000 francs. 

(d) That in case they do not pay, they must pay ten thousand francs 
per day. 

(e) That the German Government must, before February 1, 1924, 
through the clearing office, pay as damages to the plaintiff 2,500,000 francs. 

(f) That the defendants Mumm and their two companies in Berne and 
Frankfort, have to pay half of the costs of this law suit, the other half to be 
paid by the German Government. The agent of the German Government 
is invited to execute strictly the present judgment and to account for that 
before April 15, 1924. 


(g) That the counterclaim of the defendants be dismissed. 


This judgment and decree was recorded in the appropriate de- 
partment of the Secretariat of said Mixed Tribunal, i.e., the de- 
partment thereof dealing with French and German claims. 


The said “Mumm partners” then asked for a revision,” which 


corresponds in this country to a petition for rehearing. 

26. On December 18, 1923, the application filed at the United 
States Patent Office in respect of the Mumm trade-mark No. 
55,642 was granted, and it was registered in the plaintiff's name as 
owner with the number 177,417. 
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27. On July 27, 1925, the petition for rehearing which had been 
applied for by the said Mumm defendants in respect of the Second 
Mixed Tribunal litigation was denied by the Tribunal. 

28. On November 4, 1927, an application was made by the 
plaintiff to the United States Patent Office for the registration of 
two more trade-marks, Nos. 97,346 and 97,877, formerly owned by 
G. H. Mumm & Co., in the plaintiff’s name as owner. 

29. On April 3, 1928, the application just referred to was 
granted, and the trade-marks were registered in the plaintiff's name 
as owner and given the number 240,714. 

30. On August 14, 1930, the plaintiff filed a third petition with 
the Mixed Tribunal against the aforesaid former Mumm partners 
and the Mumm companies formed by them at Berne and Frank- 
fort on the Main, on the ground that the former Mumm partners had 
disregarded the previous decisions and decrees of the Mixed Tribunal 
and been guilty of infringement of those decrees by failing, when 
they used the name of Mumm & Co., to differentiate between the 
former G. H. Mumm & Co. of Reims, which the plaintiff bought, 
and the new Mumm companies in Berne and Frankfort which had 
been formed—after the plaintiff’s purchase of G. H. Mumm & Co.— 
by the former Mumm partners, and asking for damages and other 
incidental relief. 

31. On June 1, 1932, whilst this litigation was pending in the 
Mixed Tribunal—apparently in an endeavor to reach some sort 
of modus vivendi which would conveniently settle the disputes which 
seemed to threaten to be perennial between the former Mumm part- 
ners and the plaintiff—a private civil arbitration, under section 1003 
of the French Civil Code, was agreed on between the plaintiff and 
the aforesaid Mumm partners as a means of settling and disposing of 
this third litigation. The proceedings under this arbitration have 
been marked as Exhibit 216 in this cause. 

32. On July 11, 1982, the three arbitrators chosen under the 
said arbitration agreement, by a vote of two to one, prescribed as a 
modus vivendi for the parties that the Mumm partners referred to 
in the arbitration as the “Consorts Mumm” could use their patro- 
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nymic for their own wine if it was followed at once of the date when 
the firm or company selling it had been formed and the place at 
which it was domiciled; that the former Mumm partners should not 
be allowed to reestablish their business at Reims even if they should 
decide to reestablish it in Champagne; that they must change their 
labels in certain respects; and that the plaintiff, Société Vinicole de 
Champagne, could use its name as successor of G. H. Mumm & Co. 
on its labels, and could as owner, file, nationally and internationally, 
the trade-marks ‘““Mumm” and “Mumm-Reims,” except that they 
should indicate that they were the successor of G. H. Mumm & Co. 
at Reims, unless so doing would necessitate under the law of the 
country where the application was filed the issuance of a new trade- 
mark, in which event they should have the privilege of renewing 
the old trade-marks as they then existed. 

33. On July 22, 1932, this arbitration award was confirmed 
by an order of the Civil Court of the Department of the Seine to 
be filed as a judgment, and it was filed as such under the provisions 
of the French Code of Civil Procedure. 

On April 17, 1935, this judgment was set aside by a new judg- 
ment of said court. 

This later judgment was appealed from on July 26, 1935, by 
Hermann Mumm and by the Frankfort partnership Mumm & Co. 
This appeal has not been decided. 

34. On December 29, 1932, however, the plaintiff revived before 
the Mixed Tribunal the third litigation above mentioned. 

35. On September 29, 1933, the defendant, the Mumm Cham- 
pagne & Importation Company, Inc., an exact resurrection of the 
name of the First Agency Corporation, was formed under the laws 
of the State of New York with a capital of 100 shares, of which 
the person called Walther von Mumm, who was one of the former 
partners of G. H. Mumm & Co. of Reims and a party to all the 
above detailed litigations with the plaintiff herein, at first owned 70 
percent of the stock, and was the active head as president of the 
corporation. This corporation, which will be called hereinafter the 
Second Agency Corporation, is now the exclusive agent in the United 
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States of Mumm & Co. of Frankfort and the Champagne Mumm & 
Co. of Epernay and of Hermann Mumm. 

Since May 1, 1934, Walther Mumm has owned the entire stock 
of the defendant corporation, and since October 2, 1934, he has 
continued as active head of the defendant corporation in the capacity 
of chairman of its board of directors. 

36. On November 23, 1933, the Mixed Tribunal made its de- 
cision in the third litigation and held by a vote of two to one—the 
German member dissenting—that the arbitration agreement of June 
1, 1932, under the French Civil Code, which attempted a private 
settlement of a proceeding before the Mixed Tribunal, was without 
effect, because it had not been confirmed by the Mixed Tribunal, 
and that, consequently, the judgment of July 11, 1982, in the 
Tribunal Civile of the Seine based on the arbitration award was void 
and without effect in so far as the Mixed Tribunal was concerned. 

The title of this proceeding was: Plaintiff: Société Vinicole de 
Champagne. Defendants: Hermann de Mumm of Vitzneu, Switzer- 
land; Walther de Mumm of Frankfort sur Main, Germany; all the 
heirs of the late Emma de Mumm (née Passavant) ; Société Mumm 
& Co. of Berne, Switzerland; Société Mumm & Co. of Frankfort sur 
Main, Germany; and the German government. 





An agreed summary of this proceeding showing the issues raised 
and the determination of the Tribunal thereon is as follows: 


Plaintiff alleges that, contrary to the established findings of the Mixed 
Arbitral Tribunal, dated October 24, 1921, and December 16, 1923, the asso- 
ciates Mumm have by every means in their power endeavored to create 
confusion between their firm and that of the plaintiff. Notably by the use 
of the name Mumm & Co., and the nomenclature of its products without any 
additions whatever to their name and by the use of labels similar to those 
belonging exclusively to the plaintiff. 

The plaintiff demanded of defendants: 

(1) Damages of six million francs and other damages for further in- 
fringements ; 

(2) That the firm Mumm & Co. of Berne and of Frankfort be forthwith 
stricken from the Register of Commerce of the cities of Berne and Frank- 
fort; 

(3) That the defendants make no use whatsoever of the name Mumm 
for the production and sale of sparkling wines; 

(4) That the Tribunal direct that the associates Mumm may not use 
the name Mumm as commercial element, nor with reference to anything 
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appertaining to the business of sparkling wines unless the name be preceded 
by the christian name or names of each of the associates concerned. 

" (5) That the names should be the same size and character throughout, 
indicating also the seat of the establishment with mention of “House 
founded —-———,,” indicated in the characters at least half the size of those 
employed by the christian names or surnames. 

(6) That the name Mumm must not be used on labels, corks, packing 
elements of champagne and sparkling wines, nor on any documents of 
publicity, ete. 

(7) That they pay all costs. 

The defendants, Herman and Walther Mumm and the two société 
Mumm & Co. of Berne and Frankfort, demanded dismissal of the suit 
brought by the plaintiff and the condemnation of the plaintiff to pay 
damages of 500,000 francs; and demanded that the plaintiff must suppress 
all registrations of the trade-mark “Mumm” or the trade-mark “Mumm- 
Reims.” 

The heir of Emma de Mumm (née Passavant) made request to be ex- 
empted from this lawsuit. The same request was made by the German Gov- 
ernment. 

The defendants stated that the plaintiff had undertaken publicity under 
the name “Champagne Mumm” without addition whatsoever, contrary to 
the decisions of the Tribunal which directed that the firm and trade-marks 
should be designated “G. H. Mumm & Cie., Successeur Société Vincole de 
Champagne.” 

The defendants stated that the plaintiff had registered in the United 
States by notice appearing in the New York Journal of Commerce of 
September 14, 1933, the firm Mumm & Company, Inc. 

The plaintiff alleges that defendants in utilizing the name Mumm & 
Company for their firm name and trade-marks and using a red-cornered 
label, in employing the appellation ““Mumm’s Extra Dry” have created con- 
fusion between their firm name and that of G. H. Mumm & Cie. of Reims. 

The defendants have produced a private arbitration award dated July 
11, 1932, which has been made on the basis of an agreement signed by 
the contesting parties June 1, 1932, and to which on July 22, 1932, the 


was 


president of the Civil Tribunal of the Seine has given his order for execu- 
tion. 

The Tribunal did not agree with these contentions of the defendants 
because the arrangement between the parties had the character of a 
compromise and according to Article 62 of the rules of procedure of the 
Mixed Tribunal such a transaction must be approved by the Tribunal, but 
the present transaction had not been approved by the Tribunal. 

The Tribunal pointed out that this approval of a compromise is not 
only necessary in safe-guarding the rights of the parties themselves, but 
also of a nature affecting public interest of third parties. The present law- 
suit concerning trade-marks affects third parties who have the greatest 
interest in that no confusion should take place between the products of 
different producers. The defendants cannot invoke the fact that the presi- 
dent of the Civil Tribunal of the Seine issued an order for execution of the 
private arbitration award dated July 11, 1932, as the award itself is null 
and void. Therefore the Tribunal assumed jurisdiction. 

The Tribunal reached the following conclusions: 
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That by the judgment of October 24, 1921, it forced the plaintiff to add 
to the firm name of G. H. Mumm & Cie., the word “Successeur Société 
Vinicole de Champagne.” 

That it had by the same judgment of October 24, 1921, forbidden that 
the associates Mumm use in their trade-marks containing their name any 
elements which by their nature provoke confusion between their products 
and those of the plaintiff in so far as sparkling wines are concerned. 

That notwithstanding this decision, defendants have maintained the 
Société G. H. Mumm & Cie. in Berne and Frankfort. 

That contrary to the decision above mentioned the defendants have not 
notified the proper authorities in the different countries in which the trade- 
marks were to be transferred that the opposition to the transfer of the 
trade-marks was withdrawn. 

That the court has ordered that the Société which were founded at Berne 
and Frankfort had to modify their name in order to obviate any con- 
fusion with the former liquidated Société of Reims. 

That further, defendants have in 1932, founded a firm at Epernay, 
France, under the name Mumm & Co., a corporation with limited liability. 

That the Tribunal found from official documents produced before it that 
the patronymic name of the defendants is not Mumm or von Mumm, but 
that the name is Mumm von Schwarzenstein. 

That in the Official Journal of the Empire and of Prussia, dated May 
30, 1883, it is stated as follows: “His Majesty the King is pleased to grant 
the title of Purveyors to the Royal Court to the Merchants Peter Hermann 
Mumm von Schwarzenstein and Max von Guaita of Frankfort a’ Main, 
Germany, proprietors of the firm of Peter Arnold Mumm of Frankfort a’ 
Main, Germany, and co-partners of G. H. Mumm & Cie. of France. 

The Tribunal] further refers to an extract of the Civil Register from 
the town of Wiesbaden, containing a marriage of one of the defendants 
Peter Arnold Maximilian Hermann (called Georg) Mumm von Schwarzen- 
stein, son of Peter Arnold Gottlieb Hermann von Schwarzenstein and Olga 
von Struve. 

Notwithstanding that the defendants have declared their willingness to 
abandon part of their name which consists of the words von Schwarzenstein, 
the Tribunal stated such abandonment to be an unwarranted step employed 
for business reasons, and cannot be invoked by the defendants to justify the 
choice of the trade-name and trade-marks of Mumm & Co. 

Therefore, the court decided: 

That the use of the patronymic name cannot be permitted except under 
restrictions tending to avoid all possibility of confusion, and that it is for 
greater reasons inadmissible to change the patronymic name, a change 
that would create such a confusion with the aforesaid two mentioned 
judgments of the Tribunal which the Tribunal wishes to avoid under all 
circumstances. 

That if the defendants could freely use the trade-mark Mumm & Co., 
confusion with the mark G. H. Mumm & Cie. would be certain. Therefore 
the court decided that the aforementioned agreement of June 1, 1932, con- 
stitutes an attempted compromise and is without effect, not having been 
approved. Furthermore, that the arbitration of July 11, 1932, based on 
said agreement is equally without effect. Further, the Tribunal prohibits 
the defendants from making use of manufacturing and commercial marks 
containing the word “Mumm” unless this term be indissolubly connected 
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with the words “von Schwarzenstein” printed in characters of the same 
shape, color and dimension as those of the word “Mumm.” Further, that 
the words “Mumm von Schwarzenstein” be indissolubly connected with the 
mentioned “House founded in ——————— at ——————_,” in characters of a 
size at least half the size used for the name. And further, that the defend- 
ants are ordered to abstain from the use of the term “Mumm” in its 
manufacturing marks and commercial designations wherein appears the 
name of a region, town, or other French locality. 

The defendants were ordered to withdraw within eight days commencing 
from the present judgment, the registration of all marks which would be 
contrary to the rulings of the present judgment as well as the judgments 
of October 24, 1921, and December 16, 1923. 

Further, the Tribunal directed that the marks of the defendants must 
not contain the mention “exclusively made from Champagne wines,” or 
other similar statements in any language whatsoever. 

The Tribunal further directed that the defendants guard against third 
parties using marks in publicity made on behalf of the defendants, that 
will be contrary to the present judgments, as well as to the two judgments 
before mentioned. 

The Tribunal further directed that for each day’s delay in carrying 
out the present judgment and the judgments of October 24, 1921, and of 
December 16, 1923, as well as for each infraction of the prescriptions 
therein contained, the defendants shall pay to the plaintiff the sum of 
10,000 francs. 

The Tribunal dismissed the case against the heirs of Emma de Mumm 
(née Passavant) with the exception of Hermann and Walther Mumm and 
dismissed further the case against the German Government. 

On the counter action, the Tribunal directed that the plaintiff conform 
to the rules contained in the judgments of October 24, 1921, and of Decem- 
ber 16, 1923, and ordered that plaintiff when making use of the name 
“Mumm” or the name “Mumm-Reims,’ must add “Société Vinicole de 
Champagne, Successeur” in the same characters as those hitherto employed 
by them. The Tribunal also directs that the plaintiff must strictly guard 
against third parties using marks in publicity made on behalf of the plain- 
tiff that will be contrary to the judgment herein as well as the two judg- 
ments of October 24, 1921, and December 16, 1923. 

The Tribunal decreed that for each day’s delay in carrying out the said 
judgment the plaintiff will have to pay to the defendants the sum of 
10,000 francs. 

The counterclaim of the defendants as regards the remainder of their 
claim is dismissed (the defendants having conceded the fact that the 
plaintiff had nothing to do whatever with the formation of the corporation 
Mumm & Co., Inc., New York, this having been done by quite different 
parties, namely, United States Corporation Company which is a branch 
of the International Corporation Co., Paris, with which the plaintiff is 
neither directly or indirectly connected), whilst Walther Mumm with 
other persons had constituted in September, 1933, in the United States, the 
Société “Mumm Champagne & Importation Co., Inc.” 

The Tribunal ordered that a third of the costs have to be borne by the 
plaintiff and two-thirds by the defendants. 

The court directed the agents for the French and German Governments 
to see to it that this judgment was enforced in the two respective coun- 
tries. 
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The German member of the Mixed Tribunal dissented from 
this decision apparently on the ground that there was not any basis 
for holding the award in the civil arbitration void, and that in any 
event the Mixed Tribunal was without jurisdiction to deal with 
questions of unfair competition which should be left to the civil 
courts. A copy of the dissenting opinion has been marked in evi- 
dence. 

This judgment and decree was recorded in the appropriate de- 
partment of the Secretariat of said Mixed Tribunal; i.e., the de- 
partment dealing with French and German claims. 

37. On March 29, 1934, plaintiff filed a suit in Epernay, France, 
against the partnership Champagne Mumm & Co. consisting of said 
persons called Hermann Mumm and J. Weiland of Paris, which 
partnership is registered in Epernay as “Champagne Mumm & Co., 
Maison fondee en 1982.” This suit seeks to prevent the use in 
France of said firm name containing the word “Mumm.” This suit 
is still pending and undecided. 

38. On May 26, 1984, plaintiff seized in Reims by attachment 
some 140 cases of champagne wines and sixty empty cases, about 
to be shipped by Champagne Mumm & Co. of Epernay to defendant 
corporation at New York; all these cases were marked in some 
manner with inscriptions containing the word “Mumm.” On May 


28, 1934, said preliminary attachment was confirmed by the Court 


of Reims. Plaintiff moved to make said attachment permanent and 


condemn the goods, but the court declined to do so, in view of the 
pendency of the appeal in the Paris court from the order of April 
17, 1935, canceling the arbitration award. 

39. That plaintiff's product is sold as “Mumm Champagne’”’ 
throughout most of the world, and has met competition with 
defendant’s product under the name “Mumm” only in the United 
States. 

40. In addition to those trade-marks registered by plaintiff in 
the United States, as herein stated, plaintiff has also registered its 
trade-mark in almost every civilized country of the world, including 
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state registration in New York, Illinois, New Jersey, Louisiana, and 
California. 

41. After the entry of the judgments on the first and second 
Mixed Tribunal decisions, defendant’s organizer, hereinafter re- 
ferred to as Walther Mumm, came to the United States in 1929, 


and, in anticipation of the repeal of prohibition, incorporated de- 


fendant on September 29, 1933, or twelve years after plaintiff's 
first United States trade-mark registration No. 177,417. 
42. It does not appear in the record that any steps were taken 


by any of the Mumm partners to cancel any of plaintiff's United 
States trade-mark registrations above referred to. In any event, 
they still stand as registered by the plaintiff as owner thereof. 

43. On October 13, 1933, before defendant sold a bottle of its 
product, defendant and its incorporators were notified by plaintiff 
by registered mail of plaintiff’s asserted rights in the premises, both 
under common-law trade-mark and under its United States trade- 
mark registrations for “Mumm” and “G. H. Mumm.” 

44. Plaintiff has been diligent in defense of its rights, for it 
has filed two other suits in this court, one against a firm called 
“Mumm & Co.” and the other against a firm called “G. H. Mumm, 
Incorporated,” and obtained in the case of “Mumm & Co.” a decree 
pro confesso on January 13, 1935, and in the case of “G. H. Mumm, 
Incorporated,” a decree pro confesso on January 23, 1935. The 
defendants in these suits were not connected with the defendant in 
the present suit or with the former Mumm partners. 

15. On January 30, 1934, the present suit was started on the 
equity side of this court asking inter alia in injunction against the 
use of the word “Mumm” in the defendant’s name and of its use in 
connection with trade-marks or labels in the sale of champagne 
wines. 

46. As acts of unfair competition and instances of confusion, 
I find the following: 

(2) The defendant and its distributors have caused letters, cir- 
culars, booklets, pamphlets, and scripts to be distributed, adver- 


tisements to be inserted in newspapers, magazines, periodicals, 
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programs, and on billboards along the route of the New York, New 
Haven & Hartford Railroad, in which appeared “G. H. Mumm,’ 
“Mumm & Co.,” “Mumm & Co. of Epernay,” as producers. Par- 
ticular reference therein was made to the tasting abilities of “G. H. 
Mumm.” 

(b) Statements were made therein such as “Mumm Champagne 
is Genuine only when Labelled ‘White Top’—‘Black Top’ and bear- 
ing the coat-of-arms of the Mumm family ;” “The White Top only 


assures traditional Mumm quality.” The coat-of-arms of the 
“Mumm” family was pointed out as the source of true origin; 
“Guaranteed by Mumm;” “Reflecting the Tradition of Mumm 


Champagne Famous for Five Generations;” also a statement was 
made to the effect that plaintiff in the French government’s liquida- 
tor’s sale had purchased merely a “name” and a “label,” and that 
defendant was the representative of the real ‘““Mumms.” 

(c) Purchasers of defendant’s products have made the declara- 
tion that, as defendant’s product could be sold as “Mumm Cham- 
pagne,” they would continue to buy it and sell it, and in certain in- 
stances have declined to buy plaintiff's ““Mumm’s Extra Dry.” 
Patrons of hotels and restaurants who ordered ‘““Mumm Champagne” 
have in certain instances received defendant’s product. Certain 
beverage cards list defendant’s product as “Mumm’s Extra Dry,” 
or “Mumm & Co. White Top,” and others list plaintiff’s “Cordon 
Rouge” and defendant’s ““Mumm’s Extra Dry.” 

(d) Plaintiff’s local sales agent has received telephone calls 
intended for defendant, and defendant’s office has been telephoned 
to when it was the intention to have reached plaintiff sales agent. 
The parties herein were listed in the Manhattan Telephone Directory 
for the summer of 1935 as: 


Mumm Champagne & Importation Co., 247 Park Avenue; 

Mumm Champagne & Importation Co. of New England, 30 
Rockefeller Plz.; 

Mumm, G. H., Champagne Société Vinicole de Champagne, Suc- 
cessors & Associates, Inc., 610 Fifth Ave. ; 

Mumm, Walther, 270 Park Ave. 
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In the winter 1935-36 the Manhattan Telephone Directory, 
distributed during this trial, the listing as follows: 

Mumm Champagne & Importation Co. of New England, 30 
Rockefeller Plz.; 

Mumm, G. H., Champagne Société Vinicole de Champagne, Suc- 
cessors & Associates, Inc., 610 Fifth Ave.; 

Mumm, W. V., Wine Co., 247 Park Ave.; 

Mumm, Walther, 247 Park Ave. 

Notwithstanding that the Mumm Champagne & Importation 
Company, Inc. of New England, defendant’s sales agent, had ad- 
vised plaintiff on September 12, 1935, that it had discontinued its 
corporate name, after having received a copy of the preliminary in- 
junction, its name still remains listed as above. 

The foregoing name listed as the “G. H. Mumm Champagne, 
Société Vinicole de Champagne Successors & Associates, Inc.,” is 
plaintiff’s local sales agent. 

(e) Correspondence between defendant and its distributors and 
customers show emphasis on the name “G. H. Mumm,” although no 
one of that name is connected with defendant. 

(f) Invoices of defendant show sales listed as ‘““Mumm Cham- 
pagne” and “Mumm’s Extra Dry.” 

(g) Defendant’s first importations were a sparkling wine from 
Eltville, Germany, and had printed “Mumm & Co.” in large letters 
on the body and neck labels. Defendant’s Eltville wine is shipped in 
casks from the Champagne district of France to Mumm & Co., 
Eltville, Germany, and is prepared and bottled there. 

(h) The firm Mumm & Co. was formerly composed of Hermann 
and Walther Mumnm;; the latter is, however, no longer a member 
thereof. 

(i) Under the Madrid Convention to which Germany adheres, 
but to which the United States does not adhere, this wine cannot 
be called “champagne” in Germany, and is therefore labeled 
“sparkling wines,’ but the importer’s strip label prominently dis- 
playing the words ‘““Mumm Champagne” has been used by defendant 
or its distributors to cover the words “Sparkling Wine” on the 
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main label. This “Sparkling Wine” has been advertised as cham- 
pagne made of grapes from the Champagne district of France. 

(j) Defendant’s product labeled “Epernay, France,’ has no 
maker’s name on the label. Defendant rented a cellar in Epernay, 
which is about ten miles from Reims, but did not make use of it. 

The place of business in Epernay of defendant’s alleged supplier 
of “Mumm & Co. of Epernay” was not found in Epernay, France, 
despite diligent search made by plaintiff, but it is claimed by defend- 
ant to be at No. 70 Avenue de Champagne, in the House of de 
Venoge. 

The alleged place of business in Paris of “Mumm & Co. of 
Epernay,” could not be found, although careful investigations were 
made on plaintiff's behalf, but it is claimed by defendant to be at 
145 Avenue Malakoff. 

(k) Defendant’s bottled product bought in the open market 
by Hermann Mumm, copartner of “Mumm & Co. of Epernay,’ is 
stored unlabeled in the place of one Lejeune immediately adjacent 
the place of business of plaintiff in Reims, France. 

(1) The shipper’s declaration of this Epernay wine has no refer- 
ence to ““Mumm”’ in any manner, neither as part of “Mumm & Co. of 
Epernay” nor as part of defendant’s corporate name, but the ship- 
per’s name reads “Champagne White or Black Top, by J. Weiland, 
Manager.” The consular invoice, however, names Mumm Cham- 
pagne & Importations Company of New York as consignee. 

(m) No label or marking bearing the word ‘““Mumm’”’ is applied 
to the bottles or cases in France; this being done in Masstricht, 
Holland. 

(n) Defendant’s products were first labeled with defendant's 
importers’ label. On this defendant’s original corporate name and 
all letters were of uniform size. A later labeling showed the words 
“Mumm Champagne” in exaggerated letters and considerably larger 
than those of the remainder of the corporate name. 

(o) After July 22, 1935, the date of the preliminary injunction, 
and in compliance therewith, defendant’s product bore the name 
“W. V. Mumm Wine Co., Inc.,” in large letters, and underneath the 
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words “Not connected with Société Vinicole de Champagne,” the 
letters thereof being half the size of those in the word “Mumm” 
above, and again underneath that, as a third line in parenthesis, 
“(Successor to G. H. Mumm & Co.).”” This arrangement made it 
equivocal which was the successor to G. H. Mumm & Co. 

(p) All brands of champagne on the New York market promi- 
nently display the name of the maker on the body or main label of 
the bottle, with the exception of defendant’s ‘““Epernay’”’ champagne. 
A requirement of the New York State Liquor Commission is that the 
maker’s name must prominently appear on the main label. Defend- 
ant does not have the maker’s name on its bottles. 

(q) No champagne in competition with the plaintiff, except 
those of the defendant, bear the importer’s strip label above the main 
label, but the defendant places its strip label bearing, among other 
things, the word “Mumm,” on the front of the bottle immediately 
above the main label, on which is prominently displayed the word 
“Champagne,” so that the words “Mumm” and “Champagne” strike 
the eye substantially simultaneously. 

Most of the importers’ strip labels are placed on what is called 
the rear of the bottle, but defendant’s is, so far as the records show, 
always placed on what is called the front thereof in a prominent 
position above the main label. 

The bottles of both the plaintiff and the defendant have a spirally 
arranged neckband on them. 

47. Prior to 1914 Walther Mumm in his personal or individual 
capacity separate from G. H. Mumm & Co. had no business in 
champagne or wine, nor had he registered any trade-marks bearing 
the name “Mumm” apart from those registered by his firm G. H. 
Mumm & Co. The same is true with respect to Hermann Mumm. 

Upon the incorporation of defendant on September 29, 1933, 
Walther Mumm had no going business; therefore he did not transfer 
any assets nor registered trade-marks for the word “Mumm” to the 
newly formed corporation. 

48. All the acts of unfair competition found herein against this 
defendant were committed in the United States on and after the 
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date of its incorporation, to wit, September 29, 1933, and before the 
preliminary injunction above mentioned. 

49. By Article 297 of the Treaty of Versailles, the property of 
German nationals in France became the property of the French 
government, and the German government undertook to indemnify 
its nationals therefor. 

In consequence of this undertaking and of indemnity laws en- 
acted in pursuance thereof by the German government, the former 
German partners of G. H. Mumm & Co. were indemnified for the 
property they had lost in France by several payments, amounting in 
all to more than $1,700,000 gold dollars. These payments covered, 
not orly G. H. Mumm & Co.’s cash in French banks and accounts 
receivable, which were not purchased by the plaintiff, but also what 
the plaintiff purchased as hereinabove described. The claim of the 
defendants that this was not full indemnity to them, but only about 
10 percent of the liquidation value of what the plaintiff bought from 
the French liquidator, is entirely immaterial and irrelevant here. 

50. The Alien Property Custodian of the United States seized 
and liquidated the First Agency Corporation on the ground that it 
was German owned. All the proceeds of this liquidation, consisting 
of money, bonds, stock, and also, I believe, a few cases of brandy in 
the possession of the Alien Property Custodian, were sued for in 
a suit commenced on December 20, 1921, in the Supreme Court of 
the District of Columbia in behalf of the German partners in G. H. 
Mumm & Co., and, as a result of this suit, cash and the properties 
above mentioned, amounting in value to circa $500,000, were turned 
over to them. 

It should perhaps be here noted before this suit was commenced 
the Mixed Tribunal had decided on October 24, 1921, that the 
French government had seized and sold all the good-will of the 
firm of G. H. Mumm & Co. in France, and that such sale carried 
with it all rights of the firm to trade-names and trade-marks in all 
foreign countries. 

The proceedings before the American Property Custodian, 
therefore, merely meant the recapture by the former German part- 
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ners of G. H. Mumm & Co. of certain assets which their agency had 


in this country, but did not touch on any question of the good-will 
of G. H. Mumm & Co. or its trade-name or trade-marks here. 

51. Rules of Procedure, dated April 2, 1920, governing the prac- 
tice of the Mixed Franco-German Arbitral Tribunal, here relevant, 
are as follows: 

(a) “‘Article 79: The request for revision must be addressed to 
the Tribunal. It can only be motivated by the findings of a new 
fact which has such nature as would exercise a decided influence on 
the decision and which was unknown at the time of the hearing, both 
to the Tribunal itself and to the party that requests the revision.” 

(b) “Article 80: The revision for procedure can only be opened 
by a decision of the Tribunal stating expressly the existence of the 
new facts, recognizing that such fact has the character provided 
for in the previous article, and stating that for this reason the request 
for revision is acceptable. 

“No request for revision can be presented later than one year 
after the date when the decision was rendered.” 

(c) “Article 82: The request for revision does not suspend 
the execution of the decision unless the Tribunal renders a different 
ruling in admitting the revision.” 

(d) “Article 94: The Secretariat keeps besides for each section 
of the Tribunal a register (b) containing the text of the decisions 
and judgments of the Tribunal.” 

52. The Secretariat was situate in Paris. 

58. The filing of a decision and judgment of the Mixed Tribunal 
in accordance with article 94 completes the judicial act of the 
Tribunal and constitutes the entry of a judgment or decree by the 
Tribunal. 

54. After the decree was thus filed in the Secretariat, if the suc- 
cessful party wished to issue a writ of execution to enforce the decree, 
it was provided that such writ should be issued from a court in 
Berlin, if against German citizens, and from a court in Paris, if 
against French citizens. 


In greater details this practice was as follows: 
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A German law, dated August 10, 1920, provides that, in order 
to execute a judgment of the Mixed Tribunal in Germany, the 
German agent must make a translation of the judgment into Ger- 
man, which, according to the rules above mentioned, is orginally in 
French, and deliver such German legalized copy of the judgment 
to the French party; and the French party in turn obtains from the 
District Court No. 1, of Berlin, Germany, an order of execution, 
which court was made competent by the German government to exe- 
cute judgments and decrees of the Franco-German Mixed Tribunal. 

If execution of any judgment of the Mixed Tribunal is desired 
by a German party, the Department of the Secretariat remits a 
legalized copy of the judgment, which is in French, to the German 
party. The German party then obtains an order for execution from 
the Tribunal Civil of the First Instance of Paris which was made 
competent by the French government to execute judgments and 
decrees of the Franco-German Mixed Tribunals. 

55. The judgments of the Mixed Tribunal rendered respectively 
on October 24, 1921, and December 16, 1928, were duly translated 
and certified in accordance with the foregoing practice. They then 
were filed with the District Court 1 in Berlin, Germany, and execu- 
tions were issued on them and served on the German parties involved. 

56. The judgment in the third litigation before the Mixed 
Tribunal, dated November 23, 1933, was never thus executed, be- 
cause the German agent in that litigation declined to translate the 
decision into German, and therefore execution could not issue from 
the Berlin District Court No. 1. 

57. After some delay, an application was filed for rehearing on 
this third judgment of the Mixed Tribunal and consent to such re- 
hearing was granted. However, a rehearing has not yet taken place, 
allegedly due to the illness of counsel for the German defendants. 
Therefore I find that the third decision of the Mixed Tribunal, ren- 
dered November 238, 1938, still stands, for, according to the above- 
quoted article 82 of the Rules of Procedure governing the Mixed 
Tribunal, a judgment stands until revised. 
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58. Whilst the Eighteenth Amendment to the United States 
Constitution and the acts of Congress in pursuance thereof were in 
force, the plaintiff's champagne was imported into the United 
States and sold for medicinal purposes under the United States 
trade-marks hereinabove mentioned. 

59. Both Hermann Mumm and Walther Mumm have grown up 
in the champagne business and Hermann Mumm was the head 
partner of G. H. Mumm & Co. from 1899 until 1914, and they have 
always used the name “Mumm,” “de-Mumm,” or “von Mumm” 
socially and in business. 

60. However, Walther Mumm’s birth certificate and passport 
show his patronymic to be Mumm von Schwarzenstein. Numerous 
documents, such as a birth certificate, a vaccination certificate, school 
diplomas, a marriage certificate, and a marriage contract show that 
his brother Hermann’s patronymic is also Mumm von Schwarzen- 
stein. 

Walther Mumm, in transferring the Hong-Kong trade-mark 
rights of G. H. Mumm & Co., as required by the first and second 
decisions of the Mixed Tribunals, signed his name, at the request 
of the British Vice Consul in Berlin, ““Walther Mumm von Schwar- 
zenstein, known as Walther von Mumm.” 

61. There is not any satisfactory evidence in the case to justify 
the use of the prefix “de’’ or “von” before the word “Mumm” in 
Walther Mumm’s alleged name. 

It is found, therefore, as a fact on the evidence produced in this 
cause—quite independently of the third decision of the Mixed 
Tribunal—that the name of the defendant’s principal incorporator 
and present sole owner is not Walther von Mumm, as alleged in the 
fourth separate defense, but that, whatever he may choose to call 
himself or however he may be commonly known, he inherited from 
his father the patronymic Mumm von Schwarzenstein, and, con- 
sequently, he may be legally and properly designated as Walther 
Mumm von Schwarzenstein. 

62. If there was once a distinction under German law between 


the family name and the so-called “mark of nobility’ —in this case 
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between “Mumm” and “von Schwarzenstein’”—it was obliterated 
by the provisions of the Weimar Constitution, hereinabove set forth, 
which, so far as here appears, have not been changed in this regard 
by the recent changes of administration in Germany, for the “mark 
of nobility” was thereby fused with the family name, and the result 
of such fusion in this case is that the German name of the persons, 
to whom I have been referring as “Mumm” for convenience, is 
“Mumm von Schwarzenstein.” 

If, under the Weimar Constitution, it is a question of election as 
to whether an ennobled person will accept this fusion of his family 
name with his mark of nobility or not, which is perhaps not clear 
from the record, it is perfectly certain that there is no evidence that 
the so-called ‘“‘Mumm”’ family has elected not to have its “mark of 
nobility” fused with its family name. 

VI. On the foregoing facts I have the following comments to 
make, and I reach the conclusions of law hereinafter indicated. 

1. For the reasons which I stated in my opinion on the motion 
to strike out defenses in this case, Société Vinicole de Champagne 
v. Mumm Champagne & Importation Company, 10 F. Supp. 289, at 
pages 294 [26 U.S. P. Q. 18-20], I hold that the sale by the French 
liquidator of the properties and business of G. H. Mumm & Co., 
which was a société en nom collectif formed under French law, with 
its domicile at Reims, France, conveyed to the plaintiff the good- 
will of G. H. Mumm & Co. and the ownership of the trade-name 
and the trade-marks which were symbolic of that good-will wherever 
they had been or might be used. 

2. A société en nom collectif, which is a form of legal organiza- 
tion, unknown to our law, seems to recognize a partnership to a con- 
siderable extent as a legal entity. It may be described with suf- 
ficient accuracy for present purposes, as being a partnership of 
which the firm name does not contain the names of all the partners 
and which may sue and be sued in its firm name. As to the marshal- 
ing of assets, its status is apparently similar to the status of a part- 
nership under our bankruptcy laws. 

3. G. H. Mumm & Co. was not only domiciled at Reims, France, 
but it manufactured champagne only at that place, and from 1854 at 
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least until the European war the firm had a large and most success- 
ful trade in the United States through the agents and distributors 
above-mentioned. 

The word “Mumm” has by this long identification with an excel- 
lent product acquired in the champagne trade so settled a secondary 
meaning as representing a brand of champagne that any name which 
the defendant here, as the agent of Hermann Mumm and his com- 
panies may be allowed to use, will unfairly impinge on the plaintiff's 
trade if the name “Mumm” is allowed to be featured in any way in 
connection with the word “Champagne.” 

4. The trade-marks used by G. H. Mumm & Co. for their 
champagne were used by them for many years, and were registered 
by them as owners, not only in France, but also in the United States 
Patent Office, under the terms of section 2 of our Trade-Mark Act, 
title 15, United States Code, Section 82. 

5. So far as G. H. Mumm & Co.’s trade-marks in this country 
are concerned, the registration by the plaintiff of those trade-marks 
as owner has been fully regularized and has remained unchallenged 
here, in some cases for upwards of twelve years, and in all cases for 
upwards of seven years. 

6. The agent distributors of the G. H. Mumm & Co. champagne 
in the United States had not, so far as any trade rights in regard to 
those champagnes were concerned, anything more than the legal 
right to sell, whilst the relationship of the agency existed, such 
champagnes as were shipped to them by G. H. Mumm & Co. from 
Reims, France, in bottles bearing on their labels some or other of 
the above-mentioned trade-marks of that firm. 

7. The Mumm family, which had built up the business of G. H. 
Mumm & Co., and which in the present generation is represented by 
Hermann and Walther Mumm, whom I am still calling Mumm for 
the sake of convenience, lost the business by the fortunes of war, 
and now are unwilling to abide by that arbitrament, although they 
have been indemnified under the provisions of the Treaty of Ver- 
sailles and under German laws made in pursuance thereof in an 


amount which, in so far as it may have any relevancy here, I must 
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assume to have been what the German government considered a just 
compensation for their loss. 

8. From the time peace was restored between France and Ger- 
many by the Treaty of Versailles, Herman and Walther Mumm 
have consistently maintained a somewhat surreptitious unfair com- 
petition with the plaintiff in France and elsewhere, and that the in- 
stances of unfair competition which have now emerged into the open 
on the American scene, owing to the repeal of the Eighteenth Amend- 
ment, are merely new evidences of a policy which they have been con- 
tinuously following for years. 

9. When in pursuance of this policy and, in spite of the repeated 
decisions of the Mixed Franco-German Tribunal above cited, 
Walther Mumm incorporated the Second Agency Corporation in 
19338, he did so with the intention of trespassing as much as he could 
by this artful means on the good-will of G. H. Mumm & Co. which 
the plaintiff had acquired by purchase from the French liquidator. 

10. Since 1873, when the German Emperor and King of Prussia 
granted to the Mumm family a renewal, as Mumm von Schwarzen- 
stein, of their ancient family nobility, the family, which I still call 
Mumm for the sake of convenience, have, for commercial purposes 
involving the sale of champagne in France and elsewhere, consist- 
ently kept “von Schwarzenstein,’ as the more obviously German part 
of their name, in the background, until it was apparently somewhat 
unexpectedly dragged into the proceedings which led to the third 
decision of the Mixed Tribunal rendered as above-mentioned on 
November 238, 1933. 

11. The application for a rehearing of the aforesaid third deci- 
sion of the Mixed Tribunal has been granted and appeals have been 
taken by the Mumms, as above noted, from the several judgments of 
the French courts herein referred to, but these facts do not, so far as 
I am concerned, mean anything more than that the Mumms have 
not acquiesced in those decisions. I cannot assume that on any re- 
hearing or appeal the tribunals involved will make other decisions 
than those they have already made, but I must take all these juridi- 
cal situations as I find them. 
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12. I hold, therefore, that all three decisions of the Mixed 


[ribunals are res judicata as between the plaintiff and Walther 
Mumm. 


13. The law of the case, which was made by my interlocutory 


decision above-mentioned, remains unchanged except in so far as 
the facts were changed by evidence on the final hearing. United 
States v. Davis, 3 F. Supp. 97, 98, 99. 

14. There has been only one change in the facts shown on this 
final hearing from the facts on which I relied in my interlocutory 
decision. That change is that Walther Mumm is now shown to be 
the sole owner of all the stock of the defendant corporation as well 
as the active operating head thereof. 

In view of this change in the facts, the law of the case is modi- 
fied to this extent only: 

I now hold that the judgments of the Mixed Franco-German 
Tribunal are res judicata as against the defendant corporation, for, 
under the circumstances now shown, Walther Mumm cannot draw a 
corporate cloak about himself and claim that the defendant corpora- 
tion, which he has formed as a convenient alter ego, is not bound by 
judgments by which he is bound. 

15. But, if I am wrong in holding that the third judgment of the 
Mixed Tribunal, rendered on November 23, 1933, is res judicata 
as between the plaintiff and Walther Mumm and between the plain- 
tiff and the defendant corporation, I have, quite independently of 
the decision of the Mixed Tribunal, ample evidence in the present 
case to establish the true patronymic of what I have been calling 
the “Mumm” family. 

16. The plaintiff's purchase from the French liquidator of the 
property seized by the French sequestrator is legally the same as a 
voluntary sale to it by G. H. Mumm & Co. of that firm’s property, 
good-will, trade-names, and trade-marks. Koppel Industrial Car 
§& Equipment Co. v. Orenstein & Koppel Aktiengesellschaft, 289 
F, 446, 451 (C. C. A. 2). But the defendant should be allowed to 
make use of his name in such fashion as will not be unfair vis-d-vis 
the plaintiff. Koppel Industrial Car §& Equipment Co. v. Orenstein 
§ Koppel Aktinegesellschaft, 25 F. (2d) 716 (C. C. A. 2). 
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17. With the characteristic waywardness of facts, the patent of 
nobility granted to Walther Mumm’s grandfather has come back to 
haunt his grandson, and it is now admitted that, although it is 
claimed that Walther Mumm has not used the name “Mumm von 
Schwarzenstein” socially or in business, and hence that Mumm might 
be considered to be his name for general purposes (cf. Smith v. 
United States Casualty Company, 197 N. Y. 420, 428), the name 
“Mumm von Schwarzenstein” is an appellation which he might be 
forced to use without, as the phrase is, “calling him out of his 
name,” because it is the name which he inherited from his father. 

18. Here we have not the question which was really involved in 
the New York case above-mentioned, of enforcing a right under a 
policy of insurance which the defendant sought to defeat because 
a name by which the plaintiff was commonly known was used in 
the policy instead of what the defendant claimed was the plaintiff's 
real name. The question in that case was really as to the identity 
of the assured in a policy. 

In the instant case the question is different. It is whether a man 
may continue to use in the same business as the plaintiff, to whom 
he has sold out, a name by which he chooses to be commonly known 
when the use of that name opens the door to unfair competition with 
his plaintiff vendee and to confusion in the trade. 

It is obvious, I think, that he should not be allowed to do so. 

Certainly, it is not unfair under such circumstance that a man 
should be forced to use his real patronymic in order to insure, as far 
as possible, that such unfair competition and confusion in the trade 
will be avoided in future. It is well that tendencies toward unfair 
competition and confusion should, in so far as it is possible, be 
stopped at the source. 

Accordingly, I hold that, in connection with the champagne 
business, as chairman of the defendant company, Walther Mumm 
may not use any name other than Walther Mumm von Schwarzen- 
stein. 


VII. The decree to be granted herein must require: 
1. That the use by the defendant company and by Walther 
Mumm von Schwarzenstein as its chairman of the name “Mumm 
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Champagne & Importation Company, Inc.,” and “W. v. Mumm 
Wine Company, Inc.,” should be perpetually enjoined, and that the 
defendant, in changing its name, be limited in its choice of names 
either to ““Walther Mumm von Schwarzenstein, Inc.,” or to “Walther 
Mumm von Schwarzenstein Corporation,” or to “von Schwarzenstein 
Importation Company, Inc.” 

2. That the defendant and Walther Mumm von Schwarzenstein, 
as its chairman, and its other officers, agents, and servants, should 
be perpetually enjoined from using, in connection with the adver- 
tising of champagne in any form whatever the word “Mumm,” unless 
accompanied by the words “von Schwarzenstein” printed on the 
same line in letters of exactly the same size and color as the word 
“Mumm.” 

3. That the use of the words “Mumm von Schwarzenstein” 
should not be allowed on the same side of the bottle as the word 
“Champagne,” so that there will not arise any question as to whether 
the word ‘““Mumm” and the word “Champagne” are so contiguous as 
to create confusion between the plaintiff's champagne and any 
champagne which the defendant corporation and Walther Mumm 
von Schwarzenstein as its chairman, its other officers, agents, and 
servants, may import and sell in this country. 

4. The decree must also require that the injunction contain, 
mutatis mutandis, sections 2, 3, and 4 of the preliminary injunction, 
and such other provisions as may be necessary and proper to insure, 
so far as is possible, that there shall be no further unfair competition 
between the defendant, Walther Mumm von Schwarzenstein as its 
chairman, and its other officers, agents, and servants, and the plain- 
tiff herein, or any further confusion between the champagnes which 
are manufactured and imported by the plaintiff and the champagnes 
—other than champagnes manufactured by the plaintiff—which may 
hereafter be imported by the defendant under its name as changed 
or by Walther Mumm von Schwarzenstein as its chairman, or its 


other officers, agents, and servants. 


VIII. If the plaintiff wishes, instead of now submitting a final 


decree, it may submit an interlocutory decree containing the same 
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provisions as above indicated, and providing also for a reference 
to a special master to assess any damages which may have been 
suffered by the plaintiff by reason of the acts of unfair competition 
which I have found, as above indicated. But it does not seem to me 
from the evidence which I have here heard that these damages would 
be sufficient in amount to warrant the expense of a proceeding before 
a special master. The costs and disbursements of any reference will 
follow the event thereof, and any interlocutory decree submitted 
must so provide. 

IX. The final decree herein will carry costs, which must be 
taxed before the decree is signed, and also a provision that either 
party may have a right to apply to the court at the foot of the 
decree, on proper proof, for such modification of the injunction 
contained in the decree as may seem just to the court if and when 
such application is made to it. Cf. United States v. Swift § Co., 
286 U.S. 106, 114, 115. 

Settle decree on five days’ notice. 


W. E. Lone Company v. Unirep States Bakery 
United States District Court, District of Oregon 
January 27, 1936 
Trape-M arKs—INFRINGEMENT—“Prun-O-WueEat’—Descriptive TERM. 
The designation “Prun-O-Wheat” used as a trade-mark for bread 


and other bakery products, held descriptive of the goods, or else 
deceptive. 


In equity. Action for alleged trade-mark infringement. Com- 
plaint dismissed. 


Robert Treat Platt and George Black, Jr. (Platt, Platt § Black, 
of counsel), of Portland, Ore., for plaintiff. 

Omar C. Spencer (Loring K. Adams and Carey, Hart, Spencer & 
McCulloch, of counsel), of Portland, Ore., for defendant. 


McNary, D. J.: Plaintiff alleges: 
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That it is the exclusive owner of a trade-mark designated as 
‘‘Prun-O-Wheat” as applied to food products, to wit: bread and 
other bakery goods. 

That the defendant in violation of the rights of plaintiff is 
using the phrase “Prun’-n-Wheat” in connection with bread and 
other baking goods manufactured in Oregon, and is infringing upon 
plaintiff's exclusive right to the combination of the words “Prun-O- 
Wheat.” 

It is an established principle of law that a term or terms cannot 
be protected as a trade-mark if it is merely descriptive of the quality, 
character or class of the goods, or if it merely indicates the com- 
position of the product or the ingredients thereof. 

It is also a principle of law that ‘“‘a trade-mark to be valid 
must be distinctive and not a word or symbol of common or general 
use.” 63 Corpus Juris 344. 

The authorities hold that “the meaning which should be given 
to the words constituting the mark, is the impression and signification 
which they would convey to the public.” In re Irving Drew 297 
Fed. 889 [14 T.-M. Rep. 225]. 

Wheat and its components have for centuries been used in the 
manufacture of baking products, and the attention of this court has 
not been called to any rule of law that would permit a person to 
obtain a monopoly on the use of that term in such connection. Like- 
wise, prunes have for many years been used in such manufacture. 
Consequently, the terms “Prun-O-Wheat” would be considered by 
the public as descriptive of the composition of the product, and if 
wheat and prunes do not constitute ingredients of the product, the 
mark would constitute a deception. 

It is the judgment of the court that the trade-mark cannot be 
protected either under the federal laws or state statute. 

Motion to dismiss will be granted. 
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Procter & GaMBLE Company Vv. J. L. Prescorr Company 
(28 U. S. P. Q. 359) 


United States District Court, District of New Jersey 


February 12, 1936 


Trape-MarKks—CaNnceLLaTION Decree By Court or Customs AND Patent 
AppgeaLts—Res ApJupIicaTa. 

An order of cancellation by the United States Court of Customs 
and Patent Appeals held res adjudicata in a suit between the same 
parties in a federal court; and defendant-counterclaimant’s motion to 
amend the complaint was allowed. However, defendant’s prayer for a 
court order cancelling plaintiff's trade-mark registration was denied, 
since one who has been successful in one forum cannot ask another 
court for the relief he has already obtained. 

In equity. On motion to amend defendant-counterclaimant’s 


counterclaim. Denied. 


Charles P. Hutchinson and Joshua R. H. Potts, both of Phila- 
delphia, Pa., for defendant-counterclaimant. 

Cooper, Kerr & Dunham and Allen & Allen, all of New York 
City, for plaintiff-respondent. 


Avis, D. J.: This action was originally instituted by plaintiff 
upon an allegation that defendant, in the manufacture and distribu- 
tion of a cleaning product under the mark “Oxol,” infringed plain- 
tiff’s product “Oxydol,” having similar properties and uses. 

Defendant, answering, denied the infringement; asserted its 
right to market “Oxol’’; and counterclaimed, alleging that plaintiff 
had violated the rights of the defendant in manufacturing a soap 
product called “Chipso” in view of defendant’s trade-mark 
“Chase-O,” under which it marketed a product having similar 
qualities and uses. 

In the main case the testimony has been heard and argument had, 
but decision has not yet been rendered. 

In the meantime, and while the principal issues were pending, 
the defendant-counterclaimant filed a petition in the Patent Office 
at Washington, D. C., praying for the cancellation of the trade- 
mark “Chipso” which had been theretofore registered by the plain- 
tiff, and proceeded to hearings thereon before the Examiners and 
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the Commissioner of Patents. While that matter was in progress 
of being heard, counsel for defendant-counterclaimant amended its 
counterclaim by setting up the proceedings being had in the Patent 
Office, and practically adding a new cause of action. The prayer 
of this amendment was as follows: 


That the court order the Certificate of Registration of the Plaintiff for 
the word “Chipso,” No. 141,205, to be delivered up to the Commissioner of 
Patents for cancellation. 

The amendment was entered on November 20, 1931. 

On May 12, 1933, another amendment to the counterclaim was 
proposed, and by order of this court, allowed, setting forth the 
decision of the Acting Examiner of Trade-Mark Interferences of 
the Patent Office with respect to the validity of the trade-mark 
“Chipso.”’ 

Later, on August 4, 1933, counsel for defendant-counterclaimant 
again moved to amend by inserting in the counterclaim, and in sup- 
port of the prayer for cancellation of the trade-mark “‘Chipso,” the 
decision of the First Assistant Commissioner of Patents upon an 
appeal taken from the decision of the Acting Examiner of Trade- 
Mark Interferences (19 U. S. P. Q. 75). 

This motion was granted, and an order entered on February 7, 
1984, allowing the amendment nunc pro tunc as of September 18, 
1933. 

The decisions of the Examiner, the Acting Examiner of Trade- 
Mark Interferences and the Commissioner all were favorable to the 
contentions of the defendant-counterclaimant, and recommended 
the cancellation of the trade-mark “Chipso,” registration No. 
141, 205. 

From this decision of the Commissioner of Patents the plaintiff 
appealed to the United States Court of Customs and Patent Appeals, 
and that court, on May 27, 1935, rendered a decision (77 F. [2d] 
98, 104) (25 U. S. P. Q. 252) [25 T.-M. Rep. 342], holding that 
the plaintiff in the instant case was not entitled to the use of the 
mark “Chipso,’ and affirming the decision of the Commissioner. 
On June 12, 1935, the order affirming was duly entered. 
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Counsel for defendant-counterclaimant now moves to amend 
by setting up this decision of the United States Court of Customs 
and Patent Appeals, and claims that because of the various facts 
and matters set up in this and the previous amendments, the cause 
of action set forth in defendant-counterclaimant’s “Amendment to 
Counterclaim,” filed November 19, 1931 (apparently should be 
November 20, 1931), has now become res adjudicata. 

In conjunction with, and in support of, the motion to amend, 
and the request of a finding of res adjudicata, counsel offers in 
evidence all of the record, of petitions, testimony and other proceed- 
ings presented to and considered by the Examiners and Commis- 
sioner, and the United States Court of Customs and Patent 
Appeals. 

I am satisfied that the amendment should be allowed, and that 
the evidence should be received, and I hold that the order of the 
United States Court of Customs and Patent Appeals is res judicata. 

However, I do not believe that the effect of such amendment 
and evidence is to justify this court in entering a decree in favor 
of counterclaimant ordering a cancellation of the trade-mark. On 
the other hand, I am satisfied that the result bars the counter- 
claimant from any recovery in this court on that portion of the 
counterclaim contained in the various amendments of counter- 
claimant. 

Under the provisions of the various statutes an appeal might 
have been taken to the Court of Customs and Patent Appeals, or a 
bill in equity might have been filed in a court having cognizance 
thereof, to review the decision of the Commissioner. Both remedies 
were attempted in this case, and the proceedings in this court were 
in progress at the same time that the case was before the Court of 
Customs and Patent Appeals; the actions were concurrent, and 
this is proper. This principle is maintained by counsel for counter- 
claimant in his brief, and I agree. The cases cited in his brief are 
conclusive. See, Corning Glass Works v. Robertson, Commissioner 
of Patents (CA DC) 65 F. (2d) 476 [23 T.-M. Rep. 246]; Stanton, 
et al. v. Embrey, Admr., 93 U.S. 548, 554. 
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In the case of Kline v. Burke Construction Company, 260 U. S. 
226, 230, the court said: 


Whenever a judgment is rendered in one of the courts and pleaded in 
the other, the effect of that judgment is to be determined by the applica- 
tion of the principles of res adjudicata by the court in which the action is 
still pending in the orderly exercise of its jurisdiction, as it would determine 
any other question of fact or law arising in the progress of the case. 


In the opinion of the court in the case of United States v. Cali- 
fornia Bridge & Construction Company, 245 U. S. 837, on page 341 
the court said: 


The doctrine of estoppel by judgment, or res judicata, as a practical 
matter, proceeds upon the principle that one person shall not a second 
time litigate, with the same person or with another so identified in interest 
with such person that he represents the same legal right, precisely the 
same question, particular controversy, or issue, which has been necessarily 
tried and finally determined, upon its merits, by a court of competent 
jurisdiction, in a judgment in personam in a former suit. Hopkins v. Lee, 
6 Wheat. 109, 113; Washington, Alexandria & Georgetown Packet Co. v. 
Sickles, 24 How. 333; s.c. 5 Wall. 580; Lovejoy v. Murray, 3 Wall. 1, 18; 
Litchfield v. Goodnow, 123 U. S. 549; Southern Pacific Co. v. United States, 
168 U. S. 1, 48; Fayweather v. Ritch, 195 U. S. 276; Bigelow v. Old 
Dominion Copper Mining Co., 225 U.S. 111, 127; Bigelow on Estoppel, c. 3. 


In the case of Grubb v. Public Utilities Commission of Ohio, 
281 U. S. 470, this question is again dealt with and the court said 
on page 476: 


It next is said that the suit in the Federal Court was begun before 
resort was had to the State Court, and therefore that the jurisdiction of 
the Federal Court was exclusive and precluded action in the State Court. 
In this the appellant is invoking a rule which is applicable to suits deal- 
ing with specific property and involving actual or potential control over 
the same, where necessarily the court (whether federal or state) first 
obtaining jurisdiction of the res must hold it to the exclusion of another. 
Here the litigation was not of that class, but was of such a nature that 
it could proceed in both courts, in virtue of their concurrent jurisdiction, 
until there was a final judgment in one, Kline v. Burke Construction Co., 
260 U. S. 226, when that judgment would become conclusive in the other 
as res judicata. Chicago, Rock Island & Pacific Ry. Co. v. Schendel, 270 
U. S. 611, 616. Insurance Co. v. Harris, 97 U. S. 331, 336. (Italics mine.) 


The case of Chicago, Rock Island & Pacific Railway Company 
v. Schendel, Admr., 270 U. S. 611, is an illustration of the fact that 
a party plaintiff may pursue his remedy in different forums, but, 
being successful in one, he cannot then attempt to ask another court 
for the same relief which he has already obtained. In that case the 
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Supreme Court held that each of the lower courts had equal and 
concurrent authority to hear the case, but said on pages 616-617: 

And, upon familiar principles, irrespective of which action or proceeding 
was first brought, it is the first final judgment rendered in one of the courts 
which becomes conclusive in the other as res judicata. (Italics mine.) 

See, also, Hart Steel Company v. Railroad Supply Company, 
244 U. S. 294. 

Undoubtedly the Court of Customs and Patent Appeals had 
concurrent jurisdiction on the issue raised, and its decisions are en- 
titled to be given the same force and effect as a circuit court of 
appeals. Its jurisdiction in trade-mark cases is conferred by Con- 
gress in the statute approved March 2, 1929, 45 Stat., c. 488, page 
1476: (See 28 U.S.C. A. sec. 309 [a]). 


Sec. 2 (a). The jurisdiction now vested in the Court of Appeals of the 
District of Columbia in respect of appeals from the Patent Office in patent 
and trade-mark cases is vested in the United States Court of Customs and 
Patent Appeals. 


After a careful consideration of the facts and law, I feel that it 
is my duty to deny relief as to all that part of the counterclaim 
relating to cancellation of the trade-mark “‘Chipso.”’ Counsel may 
agree upon an order, or terms thereof will be settled on notice. 


Go.p Dust Corporation v. HorrENBERG, ET AL. 
(13 F. S., 794) 


United States District Court, Western District of New York 


February 14, 1936 


Trape-MarKks—INFRINGEMENT—BRINGING Suir Unsustty—Awarp or Costs. 
Plaintiff, owner of the trade-mark “Gold Dust” used on washing 
powder, although knowing of defendant’s prior use of the words “Silver 
Dust” on a similar preparation, registered the latter as a trade-mark 
in the Patent Office. Subsequently, plaintiff brought the present suit, 
charging defendants with infringement of its registered mark, but at 
the trial, abandoned any claim of infringement of its alleged “Silver 
Dust” trade-mark, basing same solely on the resemblance between its 
“Gold Dust” mark and defendant’s use of “Silver Dust.” Held that 
plaintiff, having brought suit for unjust, vexatious and malicious rea- 
sons, should fail and defendants be awarded the costs of the suit. 


In equity. Action for alleged trade-mark infringement. Decree 
for defendants. 
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W. Lee Helms, of New York City, and Paul R. Taylor, of 
Rochester, New York, for plaintiff. 
Jack G. Lubelle, of Rochester, New York, for defendants. 


Rippey, D. J.: A motion for rehearing was brought before the 
court on January 27, 1936. Later the plaintiff withdrew said motion 
in writing, and on such withdrawal the petition for rehearing is dis- 
missed. 

Defendants also moved on January 27, 1936, for a final decree 
dismissing the complaint and submitting therewith a bill of costs, 
which included an item of $750 for attorney’s fees, which item is 
reasonable in amount and should be allowed if there is any authority 
for this court to make such an allowance. 

There is no doubt as to the power of the court to make an 
allowance in an equity proceeding in a proper case. Guardian Trust 
Co. v. Kansas City Southern Ry. Co. (C. C. A.) 28 F. (2d) 2338, 
reversed on other grounds 281 U.S. 1, 50 S. Ct. 194, 74 L. Ed. 659. 
It was held in this case that, where there is no fund in court out of 
which such fees may be paid, allowance should be made in the fol- 
lowing classes of cases: (1) Where gross charges of fraud and mis- 
conduct have been made but not sustained; (2) where the main 


grounds of the suit are false, unjust, vexatious, wanton, or oppres- 
sive, and clearly shown to be such; (3) where a fiduciary relation- 
ship exists between the parties. 


This action was brought for infringement of a trade-mark and 
for unfair competition. On the trial of the action, plaintiff at- 
tempted to show by witnesses that the defendants had deliberately 
attempted to deceive the public by pawning off their goods as the 
goods of the plaintiff and had attempted willfully and fraudulently 
to make use of the good-will of the plaintiff and to take advantage of 
its extensive and costly advertising to bring about sales of their 
own goods on false and fraudulent representations that their goods 
were in fact the goods of the plaintiff. This charge has not been 
sustained. Furthermore, there was not a prompt and vigorous 
prosecution of the action by the plaintiff such as might have been 
expected if the complaint was based on any substantial grounds or 
any substantial damage was being caused plaintiff by the defendants’ 
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conduct. Admissions were made by counsel for plaintiff during the 
course of the trial substantially to the effect that, although the action 
was brought to restrain the defendants from using the name and 
marks on the theory of infringement of the plaintiff’s trade-mark, 
nevertheless the plaintiff could not object, and did not object, to the 
use of the marks indicating origin of the goods marked, in so far as 
Morris Hoffenberg was concerned. It further appeared that, al- 
though plaintiffs knew of the use by defendants or some of them of 
the mark “Silver Dust” for many years, plaintiff later procured a 
trade-mark through the Patent Office on the expression “Silver 
Dust,” and in the complaint alleged that the defendants were in- 
fringing on that mark, and in their prayer for relief sought an in- 
junction against the use of that mark by the defendants and for an 
accounting of all goods sold thereunder; yet upon the trial the plain- 
tiff abandoned any claim of infringement so far as the use of the 
mark “Silver Dust” standing alone was concerned, and in its brief 
stated that it relied upon the “Gold Dust” trade-mark and the con- 
flicting similarity of “Silver Dust” to that trade-mark. For those 
and other reasons it would seem that the case comes within the first 
two classes mentioned in the Guardian Trust Co. Case, supra, and 
within the decision of Gazan v. Vadsco Sales Corporation, et al. 
(D. C.) 6 F. Supp. 568. 

In view of the foregoing, the costs as proposed by defendants, 
aggregating $800, which includes an extra allowance of attorney’s 
fees of $750, will be allowed. 


ExGgin AMERICAN MANUFACTURING Company Vv. EvizaBetTH ARDEN, 
Inc. 


United States Court of Customs and Patent Appeals 
Opposition No. 12,977 
June 1, 1936 


Trape-Marks—Opposition—“EAM” anno “EA” DispLayep as a Monocram— 
ConFuictiInc Marks. 
A trade-mark consisting of the letters “EA” displayed as a mono- 
gram held confusingly similar to the letters “EAM” shown in plain 
block type. 
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Trape-MarKs—Opposirion—Goops oF THE SAME Descriprive PROPERTIES. 
Lockets, cigarette cases, vanity cases, card cases, match safes and 
powder boxes held to be of the same descriptive properties as soap. 
On appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision see 24 T.-M. Rep. 595. 


Charles R. Allen, of Washington, D. C., and Ephraim Banning, 
of Chicago, IIl., for appellant. 

James Atkins, of Washington, D. C., and Asher Blum, of New 
York City, for appellee. 


Hatrie.p, J.: This is an appeal from the decision of the Com- 
missioner of Patents affirming the decision of the Examiner of Trade- 
Mark Interferences dismissing appellant’s notice of opposition, and 
holding that appellee was entitled to the registration of its trade- 
mark for use on soap. 

Appellee’s mark is in the form of a monogram, and, although it 
supposedly consists of the letters “EA,” it will be observed that the 
letter ““A”’ is so formed that it also constitutes the letter ““M.”’ 

Appellant’s mark consists of the letters “EAM.” 


For the purpose of clarity, we reproduce the marks of the parties: 


@S cam 


APPELLEE’s Mark APPELLANT'S Mark 


Appellant’s trade-mark was registered May 15, 1917, Registra- 
tion No. 116,616, on an application filed December 19, 1914, for use 
on “‘lockets, cigarette cases, vanity cases, card cases, match safes, 
and powder boxes.” 

In its application, appellee stated that it had used its trade-mark 
on its goods since April, 1926. 
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conduct. 


























Admissions were made by counsel for plaintiff during the 
course of the trial substantially to the effect that, although the action 
was brought to restrain the defendants from using the name and 
marks on the theory of infringement of the plaintiff’s trade-mark, 
nevertheless the plaintiff could not object, and did not object, to the 


use of the marks indicating origin of the goods marked, in so far as 


Morris Hoffenberg was concerned. It further appeared that, al- 


though plaintiffs knew of the use by defendants or some of them of 
the mark “Silver Dust” for many years, plaintiff later procured a 
trade-mark through the Patent Office on the expression ‘Silver 
Dust,” and in the complaint alleged that the defendants were in- 
fringing on that mark, and in their prayer for relief sought an in- 
junction against the use of that mark by the defendants and for an 
accounting of all goods sold thereunder; yet upon the trial the plain- 
tiff abandoned any claim of infringement so far as the use of the 
mark “Silver Dust’’ standing alone was concerned, and in its brief 
stated that it relied upon the “Gold Dust” trade-mark and the con- 
flicting similarity of “Silver Dust” to that trade-mark. For those 
and other reasons it would seem that the case comes within the first 
two classes mentioned in the Guardian Trust Co. Case, supra, and 
within the decision of Gazan v. Vadsco Sales Corporation, et al. 
(D. C.) 6 F. Supp. 568. 


In view of the foregoing, the costs as proposed by defendants, 
aggregating $800, which includes an extra allowance of attorney’s 
fees of $750, will be allowed. 










Exain AMERICAN MANUFACTURING CoMPANY V. ELIZABETH ARDEN, 


Inc. 
United States Court of Customs and Patent Appeals 
Opposition No. 12,977 
June 1, 1936 


TrapE-MarKs—Opposition—“EAM” anp “EA” DispLayep as A MonoGram— 
ConFiictiInc Marks. 
A trade-mark consisting of the letters “EA” displayed as a mono- 


gram held confusingly similar to the letters “EAM” shown in plain 
block type. 
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Trape-MarKs—Opposirion—Goops oF THE SAME Descriptive Properties. 
Lockets, cigarette cases, vanity cases, card cases, match safes and 
powder boxes held to be of the same descriptive properties as soap. 
On appeal from a decision of the Commissioner of Patents dis- 
missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision see 24 T.-M. Rep. 595. 


Charles R. Allen, of Washington, D. C., and Ephraim Banning, 
of Chicago, Ill., for appellant. 

James Atkins, of Washington, D. C., and Asher Blum, of New 
York City, for appellee. 


Hatrie.p, J.: This is an appeal from the decision of the Com- 
missioner of Patents affirming the decision of the Examiner of Trade- 
Mark Interferences dismissing appellant’s notice of opposition, and 
holding that appellee was entitled to the registration of its trade- 
mark for use on soap. 

Appellee’s mark is in the form of a monogram, and, although it 
supposedly consists of the letters “EA,” it will be observed that the 
letter “A” is so formed that it also constitutes the letter ““M.”’ 

Appellant’s mark consists of the letters “EAM.” 


For the purpose of clarity, we reproduce the marks of the parties: 


@S cam 


APPELLEE’s Mark APPELLANT'S Mark 


Appellant’s trade-mark was registered May 15, 1917, Registra- 
tion No. 116,616, on an application filed December 19, 1914, for use 
on “‘lockets, cigarette cases, vanity cases, card cases, match safes, 
and powder boxes.” 

In its application, appellee stated that it had used its trade-mark 
on its goods since April, 1926. 
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In its notice of opposition, appellant alleged that it had used 
the trade-mark “EAM” on a variety of articles and containers, “‘in- 
cluding soap receptacles,” and “‘fills and refills for the . . . . con- 
tainers and receptacles aforesaid . ...”’; that it has built up and now 
possesses a large and valuable trade in its products; that the goods of 
the respective parties possess the same descriptive properties; that 
appellee’s trade-mark consists essentially of the letters “EA,” and 
so nearly resembles the trade-mark of appellant that their con- 
current use by the respective parties on their goods would cause 
confusion in the trade; and that appellant would be damaged by the 
registration of appellee’s trade-mark. 

Although in its answer appellee denied that its trade-mark was 
confusingly similar to appellant’s trade-mark, and that the goods 
of the parties possessed the same descriptive properties, it alleged, 
nevertheless, that it had used its trade-mark on various articles, 
including “refillable cartons for talcum powder, soaps, perfumes, 
and bath salts, goods in part of the same descriptive properties as the 
goods of the Opposer herein.”’ (Italics ours.) 

The case was presented to the tribunals of the Patent Office on 
stipulated facts. It appears therefrom that appellant has used its 
trade-mark—‘EAM”’—on a variety of articles, including soap 
receptacles; that its goods are known as the “EAM” goods; that 
appellee’s goods are known as the “EA” goods; that both parties 
are actually engaged in the business of selling a variety of toilet 
articles and containers therefor; and that, to some extent, their 
goods are sold in the same stores. 


In his decision affirming the decision of the Examiner, the Com- 
missioner of Patents said: 


I am convinced that appellant’s business is restricted almost exclusively 
to the manufacture and sale of metal novelties, including toilet articles but 
not toilet preparations ; and that the determinative question upon this phase 
of the controversy is whether or not ornamental containers for toilet prepa- 
rations possess the same descriptive properties as the products they are 
designed to contain. Counsel for appellant argue that they do, and cite 
as their authority Cluett, Peabody & Co. v. Hartogensis, 41 Fed. (2d) 94. 
In that case it was held by the Court of Customs and Patent Appeals that 
shirts and collars are of the same descriptive properties as collar buttons, 
because “they clearly belong to the same general class of men’s wear.” 
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I think the situation here is entirely different. It would require a very 
distorted meaning of terms to say that a cake of soap belongs to the same 
general class as a metal soap box, or that an ounce of perfume has charac- 
teristics in common with its ornamental container. Once that be held it 
would necessarily follow that barrels and beer are of the same descriptive 
properties; likewise bottles and pickles, crates and eggs, bags and flour, 
etc. I have found no case that goes to that length, and in the absence of 
a binding judicial pronouncement to the contrary my own opinion is that 
no such meaning can properly be read into the language of the statute. 
* * * 

While I think the decisions of the Examiner of Trade-Mark Inter- 
ferences in these cases are right as far as they go, I am also of the opinion 
that the marks involved lack deceptive similarity. Applicant’s mark in 
each case consists of the letters “EA” arranged to form a distinctive mono- 
gram. Opposer’s mark, as disclosed in its registration and in all the 
specimens of record, is made up of the three initials “E. A. M.,” printed 
in perfectly plain type. It may be that if the letters were arranged in 
substantially the same manner the difference in their number alone would 
not be sufficient to negative the possibility of confusion, but here the ar- 
rangement is so strikingly different as to remove all semblance of similarity 
save only the occurrence of the two letters in common. 

The goods to which the parties apply their marks being of different 
descriptive properties, and the marks themselves being distinctly dissimilar, 


it follows that the dismissal of the oppositions was proper, and the Exam- 
iner’s decisions are therefore affirmed. 


As hereinbefore stated, it clearly appears from appellee’s answer 
that, although its application for registration is limited to the use 
of its trade-mark on soaps, it is also using its mark on refillable car- 
tons for soaps, talcum powder, and other toilet articles. 

It appears, therefore, that both parties use their respective 
trade-marks on soap receptacles. 

Soap and soap receptacles are not only related articles of com- 
merce, but they are sold in the same stores, to the same class of 
people, and are designed to be used together. It is true that they 
are not composed of the same materials. Many articles possessing 
the same descriptive properties, in a statutory sense, are not. The 
real question confronting us is whether the goods of the respective 
parties are so related, commercially or otherwise, that, when mar- 
keted under the involved trade-marks, the purchasing public might 
reasonably conclude that they originated with the same concern. 

As hereinbefore noted, appellee’s trade-mark is in the form of a 
monogram, and, although it is supposed to consist of the letters 
“EA” only, the letter “M” is very distinct. In other words, the 
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trade-mark of appellee is merely appellant’s trade-mark—“EAM” 
—in the form of a monogram. 

We think it requires no refinement of reasoning, under the cir- 
cumstances, to say that the marks of the respective parties so closely 
resemble one another that if one is used on soap, and the other on 
soap receptacles, the public would be likely to be confused, and 
might well conclude that both articles were produced by the same 
concern. This being so, we think it is clear that the use by the 
parties of their respective trade-marks on their goods would be 
likely to cause confusion in trade. 

Accordingly, we are of opinion that the goods of the parties, 
although not identical in character, possess the same descriptive 
properties; that the marks are confusingly similar; and that the 
registration by appellee of its mark would result in damage to 
appellant. See California Packing Corp. v. Tillman & Bendel, Inc., 
17C.C. P. A. (Patents) 1048, 40 F. (2d) 108 [20 T.-M. Rep. 238] ; 
Cluett, Peabody & Co. (Inc.) v. Hartogensis, 17 C. C. P. A. (Pat- 
ents) 1166, 41 F. (2d) 94 [20 T.-M. Rep. 452]; Rotex Surgical Ap- 
pliance Co. v. Kotex Co., 18 C. C. P. A. (Patents) 746, 44 F. (2d) 
879 [21 T.-M. Rep. 21]; Helen Schy-Man-Ski & Sons v. 8. 8S. S. Co., 
22 C. C. P. A. (Patents) 701, 73 F. (2d) 624 [25 T.-M. Rep. 35]; 
Crystal Corp., etc. v. The Manhattan Chemical Mfg. Co., Inc., etc., 
22 C.C. P. A. (Patents) 1027, 75 F. (2d) 506 [25 T.-M. Rep. 194]; 
A. F. Part, Inc. v. Sormani, 28 C. C. P. A. (Patents) , 80 F. 
(2d) 78 [26 T.-M. Rep. 23]. 
It might also be suggested in this connection that, although 


appellee does not seek registration of its mark for soap receptacles, 
it has extended its use thereto. 





As hereinbefore noted, appellant is also engaged in the produc- 
tion and sale of cosmetics, as well as containers therefor, including 
soap receptacles. 

Obviously, if, in the natural and legitimate extension of its 
business, appellee has properly extended the use of its trade-mark 
to receptacles for cosmetics, appellant should have the right to 
extend the use of its mark from containers and receptacles for cos- 
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meties to “fills and refills’ for such containers and receptacles. 
See B. F. Goodrich Co. v. Clive E. Hochmeyer, et al., 17 C. C. 
P. A. (Patents) 1068, 40 F. (2d) 99 [20 T.-M. Rep. 205].See also 
Elgin American Manufacturing Co. v. Elizabeth Arden, Inc. (Ap- 
peal No. 3636), 23 C. C. P. A. (Patents) , F, (2d) ——, 
(see p. 422 post), decided concurrently herewith. 

Accordingly, we are constrained to disagree with the conclusion 
reached by the tribunals of the Patent Office. 

For the reasons stated, the decision of the Commissioner of 
Patents is reversed. 


Garrett, J., dissenting: For substantially the same reasons 
given in my dissenting opinion in the companion case, Elgin 
American Manufacturing Co. v. Elizabeth Arden, Inc. (Appeal No. 
3636), 28 C. C. P. A. (Patents) ——-, —— F. (2d) —— (see 
p. 429 post), I respectfully dissent in the instant case. As I view 
the marks at issue, they are not deceptively similar, and I do not 
regard soap and a metal receptacle for holding same as being mer- 
chandise of the same descriptive properties. 

The majority opinion several times directs attention to the 
fact that appellee has used, or is using, its mark on refillable car- 
tons for soaps, taleum powder and other toilet articles. As I 
understand it, this fact is recited to illustrate business expansion. 
Since the application at issue is limited to soap, I do not think 
the fact so recited is of moment in determining the issue at bar. It 
is not inappropriate, however, to say that the record discloses that 
an opposition by appellant to an application by appellee to register 
its mark for use upon receptacles was sustained by the Examiner 


of Interferences and, so far as shown, no appeal was taken from 
his decision. The decision was rendered May 26, 1934, in “Oppo- 
sition No. 18,008,” and is included in the record presented to the 
court in this case. 
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Exein AMERICAN MANUFACTURING CoMPANY V. ELIzABETH ARDEN, 
Inc. 


United States Court of Customs and Patent Appeals 
Opposition No. 13,026 
June 1, 1936 


Trape-Marxs—Opposirion—“EAM” anno “EA”—Conruictinc Marks. 

A trade-mark consisting of the letters “EAM” in plain block type 
held confusingly similar to the letters “EA” shown in fancy script, with 
the lower part of the “E” helping to form the letter “A.” 

Trapve-Marxs—Opposirion—Goops or Same Descriprive Properties. 

Rouge, sun-tan oil, talcum powder and perfumes held to be of the 
same descriptive properties as lockets, cigarette cases, vanity cases, card 
cases, match safes and powder boxes, produced both from precious 
metals and from base metals and various alloys of metals; rouge boxes, 
compact boxes, powder containers, make-up boxes, compacts for both 
loose and cake powder, cold cream containers, perfume containers, lip- 
stick holders, eyebrow pencils, and soap receptacles. 



















On appeal from a decision of the Commissioner of Patents dis- 


missing a trade-mark opposition. Reversed. For the Commis- 
sioner’s decision see 24 T.-M. Rep. 595. 


Charles R. Allen, of Washington, D. C., and Ephraim Banning, 
of Chicago, IIl., for appellant. 


James Atkins, of Washington, D. C., and Asher Blum, of New 
York City, for appellee. 














Buianp, J.: This is an opposition proceeding in which the Elgin 


American Manufacturing Company, hereinafter referred to as 
Elgin American, is the opposer, and Elizabeth Arden, Inc., herein- 
after referred to as Elizabeth Arden, is the applicant. 

The applicant seeks to register a trade-mark consisting of the 
letters “EA.” The application, No. 337,006, recites that the 
trade-mark has been used continuously since December, 1930, on 


bath salts, and since June, 1929, on rouge, sun-tan oil, talcum 
powder, and perfumes. 









The opposer, Elgin American, in its notice of opposition, relies 
upon its trade-mark “EAM,” registered in 1917, and has alleged 
and shown, by stipulation, that prior to applicant’s use of its said 
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trade-mark as aforesaid, it had been used by it on and in connection 
with lockets, cigarette cases, vanity cases, card cases, match safes 
and powder boxes, produced both from precious metals and from 
base metals and various alloys of metals; rouge boxes, compact 
boxes, powder containers, make-up boxes, compacts for both loose 
and cake powder, cold cream containers, perfume containers, lip- 


stick holders, eyebrow pencils, and soap receptacles, and various 
toilet articles. 


The two marks are here reproduced: 


EAM 


APPELLANT'S Mark APPELLEE’s Mark 


The stipulated record is very indefinite and confusing. The 
statement is made therein that Elgin American sells refills for its 
cases, boxes, containers, holders, and pencils. No allegation as to 
when they were sold or what trade-mark, if any, was used upon 
them is found in the record. Other allegations are equally indefinite. 
The record shows that appellant advertises that it sells refills for 
its rouge containers, and in the advertisements the rouge is shown 
placed in the rouge containers. We agree with the appellee and 
with the findings of the tribunals below that, as the issues are here 
presented, appellant’s trade-mark must be regarded as having been 
used only on the goods above listed, in the penultimate paragraph, 
and that appellant’s cases and other articles were made from both 
precious and base metals and various alloys of metals. 

The applicant’s stipulated facts contain the statement to the 
effect that its “EA” trade-mark is used on several kinds of con- 
tainers, but the application at bar, No. 337,006, does not so specify. 
So, the question here presented is whether the trade-mark “EA,” 
when used on rouge, sun-tan oil, taleum powder, perfumes and 
bath salts, so nearly resembles appellant’s “EAM” mark when used 
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upon its goods above specified, which include powder boxes, rouge 
boxes, compact boxes, powder containers, perfume containers, and 
soap receptacles as to be likely to cause confusion within the mean- 
ing of the statute. 

The Examiner of Interferences held that the opposer’s metal 
products are not goods of the same descriptive properties as the 
toilet preparations in connection with which applicant uses the mark 
here sought to be registered, and dismissed the opposition. 

Upon appeal, the Commissioner of Patents held that the marks 
involved lack of “deceptive similarity” and called attention to the 
plain printing of the mark “EAM” and the distinctive arrangement 
of the letters “EA.” He also held that the goods to which the 
parties applied their respective marks were of different descriptive 
properties, and affirmed the decision of the Examiner of Interfer- 
ences in dismissing the opposition. 

Elgin American appealed here from the decision of the Com- 
missioner. In the decision of the Commissioner is the following: 


. It would require a very distorted meaning of terms to say that a 
cake ‘of. soap belongs to the same general class as a metal soap box, or that 
an ounce of perfume has characteristics in common with its ornamental 
container. Once that be held it would necessarily follow that barrels and 
beer are of the same descriptive properties; likewise bottles and pickles, 
crates and eggs, bags and flour, etc. I have found no case that goes to 
that length, and in the absence of a binding judicial pronouncement to the 


contrary my own opinion is that no such meaning can properly be read into 
the language of the statute. 


We are not in agreement with the views of the Commissioner 
that appellant’s powder boxes, and powder of the character sold 
by appellee, are not goods of the same descriptive properties or that 
the perfume containers sold by appellant are not of the same descrip- 
tive properties as the perfume sold by the appellee. The rouge 
and powder boxes, it seems to us, are of the same descriptive 
properties as the contents of such boxes. 

The Commissioner stated that if it were held that perfumes 
and soaps were of the same descriptive properties as perfume 
containers and metal soap boxes, it would necessarily follow that 
barrels and beer were of the same descriptive properties. We do 
not mean to hold that every container is of the same descriptive 
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properties as its contents. We would think, however, that con- 
siderable confusion might result from the manufacturer of beer 
kegs selling them under the trade-mark “Budweiser” while the 
beer itself was also sold as “Budweiser” beer by another. If the 
trade-mark “EAM” were placed on an ornamental perfume bottle, 
could there be any doubt that purchasers might assume that the 
bottle and the perfume had a common origin, or that the bottle 
contained an “EAM” perfume? 

The trade-mark registration act was designed to prevent con- 
fusion. The businesses of the parties hereto, obviously, either over- 
lap or in their natural growth and extension will do so. If appel- 
lant does not sell refills for its compacts under its trade-mark 
“EAM,” it certainly ought to have the right, being the owner of the 
mark, to do so without running afoul of confusion which would result 
from the registration of the mark of the appellee for the uses stated. 
Appellant’s mark, from its long and extensive use, we assume, is a 
well-known mark. One of the most oft-repeated statements found 
in court decisions relating to trade-marks is that those who desire to 
distinguish their goods from the goods of another have a broad field 
from which to select a trade-mark for their wares. Equally well 
settled is the rule that doubts, if any, are resolved against the new- 
comer. 


Our conclusion herein reached is amply supported by the deci- 


sions of this and other courts. In California Packing Corp. v. Till- 
man & Bendel, Inc., 17 C. C. P. A. (Patents) 1048, 40 F. (2d) 
108 [20 T.-M. Rep. 238]; B. F. Goodrich Co. v. Clive E. Hock- 
meyer, et al., 17 C. C. P. A. (Patents) 1068, 40 F. (2d) 99 [20 
T.-M. Rep. 205]; and in other cases, we have said that the term 
“merchandise of the same descriptive properties” in section 5 of the 


trade-mark act of 1905, must be construed in the light of the term 
“goods of the same class’’ in the first part of the same section. In 
determining whether goods are of the same class or are of the same 
descriptive properties, we said in B. F. Goodrich Co. v. Clive E. 
Hockmeyer, et al., supra: 


. And, of course, in this connection, the use, appearance, and 
structure of the articles, the similarity or the lack of similarity of the 
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packages or containers in which, the place or places where, and the people 
to whom, they were sold should be considered. 

It is conceded in the case at bar that the goods of both parties go 
to the same class of purchasers and are sold from the same kind of 
stores. Unquestionably, an article, and a container which is 
specially designed to hold the article, bear a close relationship to 
each other and are associated together by purchasers. 

The goods being of the same descriptive properties, it remains to 
be determined whether or not the marks so nearly resemble each 
other as to be likely to cause confusion or mistake in the mind of the 
public or to deceive purchasers. Appellee has adopted the first two 
letters of appellant’s mark, and the fact that they happen to be the 
initials of the first two words in the term “Elizabeth Arden, Inc.,” 
though mentioned by appellee, has not been suggested by anyone as 
being a material consideration. 

In Crystal Corp., etc. v. The Manhattan Chemical Mfg. Co., 
Inc., etc., 22 C. C. P. A. (Patents) 1027, 75 F. (2d) 506 [25 
T.-M. Rep 194], following other decisions, it was held that con- 


fusion was more likely to result from similarity in letter trade-marks 
than in other kinds. We there said: 





.... We think it is well known that it is more difficult to remember a 
series of arbitrarily arranged letters than it is to remember figures, sylla- 
bles, words or phrases. The difficulty of remembering such lettered marks 
makes confusion between such marks, when similar, more likely. 


There, we held that a “T. Z. L. B.” mark was confusingly similar 
to a “Z. B. T.” mark. 

In A. F. Part, Inc. v. Sormani, 23 C. C. P. A. (Patents) , 
80 F. (2d) 78 [26 T.-M. Rep. 23], it was held that “OMY” was 
confusingly similar to a mark consisting of the same letters in com- 
bination with three human heads. 

In Helen Schy-Man-Ski §& Sons v. S. S. 8. Co., 22 C. C. P. A. 
(Patents) 701, 78 F. (2d) 624 [25 T.-M. Rep. 35], “S. S. S.” was 
held confusingly similar to S. M. S. 

In Guggenheim v. Cantrell § Cochrane, Limited, 56 App. D. C. 
100, 10 F. (2d) 895 [16 T.-M. Rep. 81], the Court of Appeals of 
the District of Columbia, in an infringement suit, affirmed a decree 
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of the lower court enjoining the further use of the trade-mark and 
name “G & G” upon ginger ale, upon the bill of a prior user of the 
trade-mark ““C & C,” upon the same product. 

It was held in Cluett, Peabody & Co. (Inc.) v. Samuel Hartogen- 
sis, 17 C. C. P. A. (Patents) 1166, 41 F. (2d) 94 [20 T.-M. Rep. 
152], that substantially identical marks used on collar buttons, on the 
one hand, and collars on the other, were used on goods of the same 
descriptive properties and that the newcomer’s mark should have 
been cancelled. 

In Noll v. Krembs, 22 C. C. P. A. (Patents) 722, 78 F. (2d) 
191 [25 T.-M. Rep. 28], a medicated textile used for the treatment 
of the hair and scalp was held to be merchandise of the same 
descriptive properties as a preparation for coughs and colds. 

In Rotex Surgical Appliance Co. v. Kotex Co., 18 C. C. P. A. 
(Patents) 746, 44 F. (2d) 879 [21 T.-M. Rep. 21], an antiseptic 
powder for women, on the one hand, and sanitary napkins, on the 
other, were held to be goods of the same descriptive properties. 

In Kotez Co. v. Clarence M. McArthur, 18 C. C. P. A. (Patents) 
787, 45 F. (2d) 256 [21 T.-M. Rep. 47], we held that there was a 
likelihood of confusion of origin in the use of the mark “‘Rotex’”’ on 
vaginal syringes in view of the prior ownership and registration of 
the mark “Kotex” for sanitary napkins, the goods upon which the 
marks were used being of the same descriptive properties. 

In Vick Chemical Co. v. Central City Chemical Co., 22 C. C. 
P. A. (Patents) 996, 75 F. (2d) 517 [25 T.-M. Rep. 179], where 
the trade-marks “Lix’”’ and “‘Vick’s” were involved, it was held that 
an insecticide, upon which ““Lix’” was used, was merchandise of the 
same descriptive properties as pharmaceutical preparations, namely, 
medicated salve, nose and throat drops, medicated cough drops, and 
liver pills, upon which the mark “‘Vick’s” was used. 

In Malone v. Horowitz, 17 C. C. P. A. (Patents) 1252, 41 F. 
(2d) 414 [20 T.-M. Rep. 462], we held that “Molo” and “Poro” 
were confusingly similar marks, “Molo” being applied to a mouth 
wash, breath purifier, throat gargle, and general antiseptic, and 
“Poro” being used on hair and toilet goods used in beauty culture, 
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such as body deodorants, cold creams, vanishing creams, shampoos, 
temple growers, hair growers, etc., and that the marks were used 
by the parties on goods of the same descriptive properties. 

In Eastman Photographic Materials Co. v. Kodak Cycle Co., 
15 Reports Patent Cases 105, it was held by the English High Court 
of Justice, Chancery Division, in a much-cited decision, that con- 
fusion would result in the sale of bicycles under the term “Kodak” 
and the sale of cameras under the same name. 

The Circuit Court of Appeals for the Third Circuit, in Wall v. 
Rolls-Royce of America, Inc., 4 F. (2d) 338 [15 T.-M. Rep. 239], 
enjoined the use of the trade-mark “Rolls-Royce” on radio tubes on 
the ground that purchasers of the tubes might conclude that they 
originated with the well-known Rolls-Royce manufacturers of auto- 
mobiles, aeroplanes and parts thereof. 

In L. E. Waterman Co. v. Gordon, 72 F. (2d) 272 [24 T.-M. 
Rep. 347], the Circuit Court of Appeals for the Second Circuit, 
held that a trade-mark protects the owner against not only its use 
upon the articles to which he has applied it, but upon such other 
goods as might naturally be supposed to come from him, and that 
the owner of the trade-mark ““Waterman’s,” registered for fountain 
pens, mechanical pencils, and similar writing instruments, was en- 
titled to enjoin another from selling razor blades under the name 
“Waterman.” 

In Pro-phy-lac-tic Brush Co. v. Abraham & Strauss, 11 F. Supp. 
660 [25 T.-M. Rep. 362], toothbrushes, and tooth powder, were 
held to be “so closely associated in the minds of the public that if 
they should bear the same name a consumer would be justified in 
concluding that they have the same origin.’”” The court further said: 


Toothbrushes and tooth powder go together. They are sold together. 


The evidence in this very case alone indicates clearly that this close rela- 
tion exists between the two... . 


In Sun-Maid Raisin Growers of California v. American Grocer 
Company, 17 C. C. P. A. (Patents) 1034, 40 F. (2d) 116 [20 T.-M. 
Rep. 300], flour, on the one hand, and raisins, syrup, and baking 


powder, on the other, were held to be goods of the same descriptive 
properties. 
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In Aunt Jemima Mills Co. v. Rigney §& Co., 247 Fed. 407 [8 
T.-M. Rep. 163], it was held that pancakes and syrup, used with 
said pancakes, were goods of the same descriptive properties. See 
also Marcucci v. United Can Co., Inc., 278 Fed. 741 [12 T.-M. Rep. 
202]. 

The above-cited authorities would seem to make it clear that 
rouge boxes and rouge, face powder boxes and face powder, and 
perfume bottles and perfume, when sold as is above stated, are 
all goods of the same descriptive properties, and that confusion 
would likely result as to their origin if identical or similar trade- 
marks were used as appellee suggests. 

Appellee relies on the case of American Tobacco Co., Inc. v. 
Gordon, 56 App. D. C. 81, 10 F. (2d) 646 [16 T.-M. Rep. 38]. 
There, the Court of Appeals of the District of Columbia held 
cigarettes and cigarette holders not to be goods of the same descrip- 
tive properties. It is stated by appellee that this decision has never 
been reversed. We discussed that case in California Packing Corp. 
v. Tillman and Bendel, supra. It is not in harmony with most of 
the decisions of that court, subsequently handed down, and it cer- 
tainly is not in harmony with the decisions of this court. 

It is our view that the goods are of the same descriptive proper- 
ties, although there is a difference in them, and that the marks, 
although slightly different, bear sufficient similarity to each other, 


that confusion would result from their concurrent use on the goods 
of the respective parties. 

See Elgin American Manufacturing Co. v. Elizabeth Arden, 
Inc., 23 C. C. P. A. (Patents) , — F. (2d) —, (Patent Appeal 
No. 3637) (see p. 416 ante), decided concurrently herewith. 

The decision of the Commissioner of Patents is reversed. 


Garrett, J., dissenting: I think the decision of the Commis- 
sioner of Patents sustaining the decision of the Examiner of In- 
terferences should be affirmed. 

First, I agree with the Commissioner upon a point which the 
Examiner did not adjudicate, namely, the lack of deceptive simi- 
larity between the opposing marks. Since reproductions of the 
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marks appear in the majority opinion and may be there seen, it is 
unnecessary here to describe them verbally, nor shall I dwell further 
upon this phase of the controversy. 

Second, I am unable to concur in the holding that appellant’s 
metal containers are of the same descriptive properties, or even of 
the same class, as appellee’s rouge, sun-tan oil, taleum powder, 
perfumes and bath salts. It seems to me that a mere statement 
of what the goods of the respective parties are carries refutation of 
the idea that they are of the same descriptive properties. 

The facts should be clearly understood. Upon the record in this 
case appellant’s mark “EAM” may be taken as indicating origin 
with it of the metal containers which it manufactures and sells, but 
it does not indicate origin with appellant of the substances which 
at times it may put into those containers either before the containers 
are sold or for use as “refills,” because it is not shown ever to have 
used the mark upon those substances. On the other hand, appellee’s 
mark “EA” indicates origin with it of the substances described but 
not of the containers in which such substances are packed. 

I agree that the record in the case is, as stated in the majority 
opinion, “very indefinite and confusing.” It is greatly to be re- 
gretted that a decision, which I apprehend is to have far-reaching 
consequences as a precedent as well as affecting the rights of the 
immediate parties to the case, should have to be rendered upon such 
a record. 

It may be added that, as pointed out in the decision of the 
Commissioner, the burden here rested upon the opposer (appellant) 
to show a state of facts justifying the opposition and any doubt 
created by the record itself or by the absence from it of material 
evidence, should be resolved against appellant. 

Had appellant shown use of its mark on the substances with 
which its containers are filled or refilled, we should, of course, have 
an entirely different question, but no such showing was made and 
the majority opinion does not so intimate. The majority decision 
rests squarely upon the finding that the containers and the sub- 
stances which they contain are of the same descriptive properties. 
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To what ends the decision logically followed may lead in the 
administration of the trade-mark registration law, I confess I am 
unable to foresee, and speculation concerning it is useless. I do not 
regard any of the authorities cited by the majority as being apposite, 
and I shall not attempt to review them in detail. 

The case of B. F. Goodrich Co. v. Clive E. Hockmeyer, et al., 
i7 C. C. P. A. (Patents) 1068, 40 F. (2d) 99 [20 T.-M. Rep. 205], 
is cited and from it is quoted a rule for guidance “In determining 
whether goods are of the same class or are of the same descriptive 
properties.” I repeat the quotation: 


. And, of course, in this connection, the use, appearance, and 
structure of the articles, the similarity or the lack of similarity of the 
packages or containers in which, the place or places where, and the people 
to whom, they were sold should be considered. 


Accepting the rule as sound, it does not seem to me to be ap- 
plicable in the case at bar. Certainly rouge, sun-tan oil, taleum 
powder, perfume and bath salts cannot be said to have the same 
use, appearance, or structure as metal receptacles in which they 
may be contained, and I am not able to see how a deduction of 
similarity properly may be drawn from the mere fact that sales of 


the respective articles, differing in such material respects, are 


made in the same establishment and often to the same purchasers or 
classes of purchasers. 

Without discussing numerous of the other cited cases in detail, 
it seems sufficient to say that in none of them do I find any intimation 
that the containers of goods are of the same descriptive properties 
as the goods themselves. 

Some of the cases cited are decisions of courts other than this 
court, involving the question of unfair competition, and do not 
seem to me to be pertinent to the facts of this case where our con- 
cern is limited to the statutory right of registration. It is scarcely 
necessary to say that almost any registered trade-mark could be 
used by its owner in such a manner as unfairly to compete with the 
business of another. In cases where marks are so used equity grants 
relief, but this does not affect the purely statutory right of regis- 
tration. Broadly speaking, registration is one thing and use is 
another. 
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I deem it proper to refer specifically to the case of American 

Tobacco Co., Inc. v. Gordon, 56 App. D. C. 81, 10 F. (2d) 646 
[16 T.-M. Rep. 38], relied upon by appellee, in view of the expres- 
sions concerning it in the majority opinion. As I understand those 
expressions, the implication is that the decision in that case, in effect, 
has been overruled by subsequent decisions of this court. I had 
not so thought, but, assuming that it has been overruled, either 
directly or by implication, I still do not feel that such action should 
affect our decision here. Cigarettes and holders used in smoking 
them were there held not to be goods of the same descriptive 
properties. Conceding that there is such an association of cigarettes 
and cigarette holders in actual use as to justify a holding to the 
contrary, that does not seem to me to have any particular bearing 
upon the merits of this case. 

In the expression “The trade-mark registration act was designed 
to prevent confusion,’ the majority opinion restates a thought 
often expressed by this court. I quite agree to its correctness 
when the expression is properly limited and applied, but I am 
unable to see where it has any application here. The expression 
“merchandise of the same descriptive properties” is inextricably 
interwoven with the matter of confusion by the language of the 
statute. Simply applying the same mark to different articles of 
merchandise wholly dissimilar in their nature, characteristics, ap- 
pearance and use does not render them of the same descriptive 
properties. That makes the mark the test of characteristics. | 
had supposed that to be determinable only from the per se nature 
of the articles. 

It is said in the majority opinion: 

.. .. The businesses of the parties hereto, obviously, either overlap or 
in their natural growth and extension will do so. If appellant does not 
sell refills for its compacts under its trade-mark “EAM,” it certainly ought 
to have the right, being the owner of the mark, to do so without running 


afoul of confusion which would result from the registration of the mark 
of the appellee for the uses stated.... 


Authorities need not be cited to support the proposition that 
trade-marks are not owned as independent entities. They are 
owned only in connection with the articles to which they are applied. 





DECISIONS OF THE COMMISSIONER OF PATENTS 433 


There is nothing in the record to show that appellant has ever 
applied “EAM” to rouge, sun-tan oil, taleum powder, perfumes and 
bath salts. 

It may be conceded that appellant has the right to enter the 
cosmetic field if it chooses so to do, and make and sell, or purchase 
from other manufacturers and sell, the articles in which appellee 
deals. So far as I know, it might go into the canning business or 
the wholesale grocery business with entire freedom and propriety, 
and so expand its activities, but such expansion of its business would 
not be that expansion which I understand to be comprehended within 
the decisions respecting the right to extend the use of a trade-mark 
to new articles dealt in or produced. 

It seems to me that in expanding its business appellant must, so 
far as any trade-mark rights are concerned, do so in a manner con- 


sistent with the rights of appellee, and, even assuming the respec- 
tive marks to be deceptively similar, as held by the majority, appel- 
lee’s right to register “EA” for use upon the merchandise described 
is superior to appellant’s rights in “EAM” for the same or similar 
merchandise, upon the showing made in this record. In extending 
its business to cosmetics, appellant invaded the field of appellee and 


of the two it was the later entrant into that field. Appellant is not 
entitled to be shielded from “running afoul of confusion” when it 
itself creates the confusion. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Collective Mark 


Frazer, A. C.: This is an appeal from the refusal of the 
Examiner of Trade-Marks to register a mark for thread and yarn, 
the application being based upon a French registration and hence 
failing to assert use of the mark in the United States. 

Early in the prosecution of the case the Examiner, being 
informally in possession of information to the effect that applicant 


“is merely an association of industrial and commercial firms dealing 
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in silk and silk fabrics, formed for the purpose of promoting and 
maintaining certain regulations and standards ... . and not for 
the purpose of selling or manufacturing the goods described in the 
statement,” denied registration substantially upon that ground. 
In his final action, from which this appeal is taken, the Examiner 
said: 


If a statement that the applicant manufactures or sells the goods de- 
scribed is made of record the refusal to register will be withdrawn. 


Having failed to avail himself of this simple method of overcom- 
ing the rejection, I think applicant’s attorney may fairly be held to 
have admitted the facts upon which it was based, particularly in 
view of his further failure, even in the brief or upon the oral argu- 
ment, to deny them. While it is true, as pointed out by counsel, that 
certain sworn statements occur in the application from which it may 
be inferred that applicant is using the mark in commerce, I think 
this inferential showing is insufficient to overcome counsel’s tacit 
admissions to the contrary. 

It is insisted that under the provisions of section 2 of the Act 
of February 20, 1905, as amended, a foreign applicant, having regis- 
tered his mark abroad, is not required to allege any use thereof to 
procure registration in the United States. I do not so read the 
statute. The declaration prescribed generally by section 2 must be 
to the effect “that such trade-mark is used in commerce among the 
several States, or with foreign nations, or with Indian tribes;” 
and the exception in favor of foreign registrants is that “‘it shall 
not be necessary to state that the mark has been used in commerce 
with the United States or among the States thereof.” In other 
words, if a foreign registrant claims use abroad, and in that event 
only, he is excused from alleging use in this country. To my mind 
the language of the statute is capable of no other construction. 

Counsel’s chief contention, however, is that applicant is entitled 
to registration of its mark under Article 7 bis of the Hague revi- 
sion of the International Convention for the Protection of Industrial 
Property, which provides as follows: 


The contracting countries undertake to allow the filing of, and to 
protect, trade-marks belonging to associations the existence of which is not 
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contrary to the law of the country of origin, even if such associations do not 
possess an industrial or commercial establishment. 

The Examiner held that this article “is without force in the 
absence of enabling legislation,’ and cited the case of Ez parte 
Foreningen Sveriges Spisbordsfabrikanter, 156 M. D. 402, [20 
T.-M. Rep. 445], where the Commissioner, in disposing of the 
precise question here under consideration, said: 


It is believed this Office is without authority of law to register this 
mark for the reason that the Convention for the Protection of Industrial 
Property as now concluded between various states or nationals including 
the United States and subsequently acceded to by this country is not self- 
executing but requires legislation by Congress, which has not yet been 
enacted, to render it effective in the United States. 


Counsel urges that this decision was erroneous and should be 


overruled. Without analyzing the argument in this connection, it 
seems sufficient answer to say that the Court of Appeals of the 
District of Columbia and, more recently, the Supreme Court of the 
United States have both made similar rulings, and while the Con- 
vention has been revised since those cases were decided, the legal 


question involved in each was the identical question involved here. 
Cameron Septic Tank Co. v. City of Knorville, 227 U. S. 89; 
Rousau v. Brown, 21 App. D. C. 73. 

In the case last cited it was said: 


With respect to the Convention for the Protection of Industrial Prop- 
erty, and the final protocol thereto, between several states and nations, 
concluded at Paris, March 20, 1883, and subsequently acceded to by the 
United States, and proclaimed by the President thereof, June 11, 1887, 
there would seem to be no ground whatever for contending that it has any 
application to this case. The convention is in the nature of a contract be- 
tween the parties thereto, and is not self-executing. It requires the action 
of Congress to give it full force and effect. 


Upon the record before me I am of the opinion that the Examiner 
of trade-marks was fully warranted in refusing the registration of 
applicant’s mark, and his decision is affirmed. 

Petition for rehearing denied, April 2, 1986." 


1Ex parte Comite Central de la Soie, Ser. No. 350,318, 29 U. S. P. Q. 
246, March 18, 1936. 












TWENTY-SIX TRADE-MARK REPORTER 


Conflicting Marks 





Frazer, A. C.: In the above-entitled proceeding the Examiner 
of Trade-Mark Interferences sustained the opposition of Borden’s 
Cheese Co., Inc., to the registration applied for by Challenge Cream 
& Butter Association of a composite mark for domestic Swiss cheese, 


claimed to have been used since January 26, 1934. 


Applicant ap- 
peals. 


The opposition is predicated upon a registration for cream 
cheese issued March 12, 1901, shown to have been renewed and 
to be owned by opposer. Manifestly the goods of the parties are 
substantially identical, and as opposer’s priority of use is beyond 
dispute, the only question to be determined is whether or not the 
trade-marks involved are confusingly similar. 

Applicant’s mark comprises a conventional landscape, partly 
covered by a relatively large five-pointed star separating the words 
“Star Valley” and surmounted by the words “Swiss Cheese,” which 
are disclaimed. Opposer’s registration likewise discloses a five- 
pointed star, similarly separating the words “Star Brand.” 

Applicant insists that no one may acquire exclusive ownership 
of so common a trade-mark symbol as a star, and cites authority to 
the effect that “it is sufficient if the newcomer uses the old and well- 
known indicia in such a way as to avoid confusing similarity in the 
appearance of the marks in toto.” With this doctrine I am in com- 
plete agreement, but I do not think applicant has so contrived its 
trade-mark as to avoid confusing similarity. On the contrary, I am 
of the opinion that its mark, due to the arrangement of the star in 
relation to the word features, would inevitably be confused with 
that of opposer by many casual purchasers. 

It is urged in the brief “that if the applicant’s cheese bearing 
the applicant’s mark were placed on the same shelf side by side 
with the opposer’s cheese, no sane person could be confused into 
believing that both cheeses were of the same brand, or that they 
were even manufactured by the same manufacturer.” Assuming, 

without conceding, that this might be true, certainly no such test of 
confusing similarity between trade-marks has ever been recognized. 
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The purchaser is not required to scrutinize a brand or label, much 
less to make a “side by side’’ comparison, to determine whether or 
not it resembles another. If there is sufficient similarity to create 
mere likelihood of confusion, registration of the second mark is 
prohibited. 

Being of the opinion that such likelihood exists in the present 
case, I think the opposition was properly sustained, and the decision 
of the Examiner of Trade-Mark Interferences is accordingly af- 
firmed.” 


Frazer, A. C.: Applicant appeals from the decision of the 
Examiner of Trade-Marks refusing to register, as a trade-mark 
for hosiery, the notation “Jean’s Exquisite Hosiery” on a dark back- 
ground, with disclaimer of “Exquisite Hosiery.” Use is claimed 
since June 7, 1980. 

The ground of rejection is that the applicant’s mark is confus- 
ingly similar to the trade-mark “‘Miss Jean,” registered December 
27, 1927, likewise for use on hosiery. 

I agree with counsel that even though it has disclaimed the 
words “Exquisite Hosiery,” they nevertheless form a part of ap- 
plicant’s mark in determining the question of similarity to the regis- 
tered mark. Even so, being printed in type more than twice the 
size of that used for the expression “Exquisite Hosiery,” the name 
“Jean’s” unquestionably predominates; and the inclusion of the 
descriptive expression “Exquisite Hosiery,’ which is doubtless 
equally applicable to the goods of both parties, would in nowise 
tend to avoid or even lessen the likelihood of confusion. The back- 
ground adds but little distinctiveness. As was said by the First 
Assistant Commissioner in the case of Ex parte G. Fava Fruit Com- 
pany, Inc., 159 M. D. 545 (28 U.S. P. Q. 112); “The buyer pur- 
chases by name and not by border, and remembers by name and not 
by background.” 

Applicant argues that it is not aware of any actual confusion in 
trade because of the use of its mark, and that small differences have 


2 Borden’s Cheese Co., Inc. v. Challenge Cream & Butter Association, 
Opp’n No. 14,137, 29 U. S. P. Q. 247, March 18, 1936. 
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heretofore been recognized in the registration of numerous cited 
marks containing the name “Jean” or its equivalent, for use on 
hosiery. In answer it may be stated that, even if it were certain that 
no confusion now exists, the likelihood of confusion in the future 
must still be guarded against; that every case must be decided upon 
its own merits; and that other registrations are immaterial upon the 
question of confusing similarity between applicant’s mark and that 
of the reference. 

The name “Jean” in the two marks here involved clearly consti- 
tuting the predominating feature of each, I am convinced that their 
concurrent use on identical goods would be likely to confuse the 
public and deceive purchasers, and that registration of applicant's 
mark was therefore properly denied. 

The decision of the Examiner of Trade-Marks is affirmed.® 


Frazer, A. C.: This is an appeal from the Examiner of Trade- 
Mark Interferences, who sustained the opposition of Gillette Safety 
Razor Company to the application of Colgate-Palmolive-Peet Com- 
pany for registration of the word “Palmolive” as a trade-mark for 
razor blades, use being claimed since June 23, 1933. 

Opposer relies primarily on its registration of the trade-mark 
“Palm,” for safety razors and safety razor blades, issued May 23, 
19338. 

The case was submitted on an agreed statement of facts, from 
which it appears that opposer’s only use of its registered mark has 
consisted in printing the same on the inside of its individual blade 
containers or envelopes in such manner as to be concealed from view 
when the container is closed. That such is the fact is further evi- 
denced by exhibits made of record. Applicant argues that this does 
not constitute a trade-mark use of the mark. 

If applicant’s argument is sound, upon which question I express 
no opinion, it follows that opposer is not using the mark; and ap- 
plicant, if it deems itself injured, may seek relief by petition to 


5 Ex parte United Shoe Stores Company, Inc., Ser. No. 350,551, 29 U. S. 
P. Q. 50, March 20, 1936. 
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cancel the registration. Clearly, however, the point cannot be 
litigated in this proceeding. 

It is noted that the labels of record are identical with those filed 
with opposer’s application to “show the trade-mark as actually 
used upon the goods,” and the Examiner of Trade-Marks apparently 
was satisfied with the showing. In any event the propriety of his 
action cannot be reviewed here. The registration is prima facie 
evidence of ownership, and in the absence of a showing of abandon- 
ment is a conclusive bar to the registration of a confusingly similar 
mark for goods of the same descriptive properties. Furthermore, 
while the point is perhaps not material here, it may be observed that 
trade-mark use of an opposer’s mark is not, as counsel for applicant 
seems to assume, always a prerequisite to the sustaining of an opposi- 
tion. John Wood Mfg. Co. v. Servel (C. C. P. A.), 77 Fed. (2d) 
946 (25 U.S. P. Q. 488). 

It is urged in behalf of applicant that its mark is not so similar 
to opposer’s as to be likely to cause confusion, but in view of the 
fact that the goods of the parties are identical I am not convinced 
that the question is sufficiently free from doubt to justify the registra- 
tion applied for. 


The decision of the Examiner of Trade-Mark Interferences is 
afirmed.® 


Grade Mark 


Frazer, A. C.: In this trade-mark interference, involving the 
application of Buckeye Glove Company, Serial No. 351,795, filed 
May 24, 1984, and the application of The Coshocton Glove Company, 
Serial No. 811,721, filed March 4, 1931, the Examiner of Trade- 
Mark Interferences awarded priorty to the senior party, The Coshoc- 
ton Glove Company. From that decision Buckeye Glove Company 
appeals. 


Both parties seek registration of the notation “Buckeye” as a 


trade-mark for work gloves of fabric, leather and combinations 


® Gillette Safety Razor Co. v. Colgate-Palmolive-Peet Co., Opp’n No. 
13,235, 29 U. S. P. Q. 51, March 23, 1936. 
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thereof. The evidence filed by The Coshocton Glove Company shows 
use in trade since 1928, while the earliest date claimed by Buckeye 
Glove Company is September, 1930. The latter contends, however, 
that the use proved by The Coshocton Glove Company is not a 
trade-mark use, and hence does not establish ownership of the mark. 

A careful examination of the entire record convinces me that 
the Coshocton Company has used the mark only to indicate grade 
or style. This company manufactures over three hundred different 
types of gloves, all of which are sold under its registered trade-mark 
“Co-Shoc.” To distinguish these numerous items each has been 
assigned its particular name or number, which is placed on the tag 
or label carrying the trade-mark. Coshocton’s exhibits 1 and 3 
clearly illustrate this practice. 


Exhibit 8 is a reprint of sixty “‘sew-on tags’ designed for use 
on “Co-Shoc” gloves, and prominently displaying the ‘“Co-Shoc’’ 
mark. All are the same, except that under each is printed its own 


distinctive word or phrase indicating the particular type or style of 
glove to which it is attached. Among these style designations occur 
the word “Buckeye” and such other notations as “The Colonel,’ 
“Skout,” “Big Chief,” “Bear Kat,” etc., all in identical type and 
identical arrangement. Exhibit 1 is an advertising folder put out by 
Coshocton, in which the prospective purchaser is told that: 

The Co-Shoc line is complete. There are sizes for men, women, boys 
and girls. Some of the best selling numbers appear on the panel below 
as well as on the inside spread. 

The panel referred to contains illustrations of six “best selling 
numbers,” each with its identifying name printed beneath. They 
are “Buckeye,” “Jumbo,” ‘“Kubs,”’ “Doublefleece,” “The Colonel,” 
and ‘“‘Milglove.” On the reverse side of the folder, under the cap- 
tion ‘Representative Co-Shoc Big Bear Work Gloves,’ are shown 
twenty-four other styles, each identified by a different style name. 

I am clearly of the opinion that this company’s use of the word 
“Buckeye” has in no sense indicated the origin of its product. That 
function has always been performed by the trade-mark “Co-Shoc,’ 
while the “Buckeye” notation has served merely to indicate one of 
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the hundreds of types or styles of glove sold under the ‘“‘Co-Shoc” 
mark. It has long been settled that such use is insufficient to estab- 
lish trade-mark ownership. U.S. Playing Card Co. v. C. M. Clark 
Publishing Co., 830 App. D. C. 208. 

In support of his conclusion to the contrary in this case the 
Examiner of Trade-Mark Interferences relies on John Wood Mfg. 
Co. v. Servel (C. C. P. A.), 77 Fed. (2d) 946 (25 U.S. P. Q. 488). 
That, however, was an opposition proceeding, and while the court 
held that a motion to dismiss the opposition was properly denied 
even though the opposer had not alleged trade-mark use of its mark, 
but only use as a “grade or model mark,” nothing appears in the 
decision that would indicate a departure from the fundamental rule 
which requires ownership as a prerequisite to registration. The 
distinction between that case and this lies in the fact that the prevail- 
ing party to an interference must necessarily be entitled to regis- 
tration of his mark, whereas an opposer need only prove that he 
would be damaged by registration to his adversary. 

From what has been said it follows that in my judgment The 
Coshocton Glove Company is not entitled to an award of priority; 
and the remaining question is whether Buckeye Glove Company has 
shown such use of the trade-mark involved as to entitle it to the 
registration thereof. Counsel for the Coshocton Company argues 
that it has not, because the mark as it appears on the specimen labels 
filed with the application is associated with a pictorial feature, 


characterized by Coshocton’s counsel as a tomato, but insisted by 


the Buckeye Company’s attorneys to be the representation of a buck 
eye. It is thus urged that the Buckeye Company is seeking to regis- 
ter only a part of the mark it has adopted and used. 

This argument finds sufficient answer in the case of In re 
Standard Underground Cable Co., 27 App. D. C. 320. There the 
mark sought to be registered was the word “Eclipse,” and the ap- 
plication had been rejected by the Patent Office because the labels 
submitted to show the mark as actually used disclosed in addition a 
pictorial representation of a partial solar eclipse. In reversing the 
decision of the Commissioner the court said: 
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thereof. The evidence filed by The Coshocton Glove Company shows 
use in trade since 1928, while the earliest date claimed by Buckeye 
Glove Company is September, 1930. The latter contends, however, 
that the use proved by The Coshocton Glove Company is not a 
trade-mark use, and hence does not establish ownership of the mark. 

A careful examination of the entire record convinces me that 
the Coshocton Company has used the mark only to indicate grade 
or style. This company manufactures over three hundred different 
types of gloves, all of which are sold under its registered trade-mark 
“Co-Shoc.” To distinguish these numerous items each has been 
assigned its particular name or number, which is placed on the tag 
or label carrying the trade-mark. Coshocton’s exhibits 1 and 3 
clearly illustrate this practice. 

Exhibit 3 is a reprint of sixty “sew-on tags” designed for use 
on “Co-Shoc” gloves, and prominently displaying the “Co-Shoc’” 
mark. All are the same, except that under each is printed its own 
distinctive word or phrase indicating the particular type or style of 
glove to which it is attached. Among these style designations occur 
the word “Buckeye” and such other notations as “The Colonel,” 


“Skout,” “Big Chief,” “Bear Kat,” etc., all in identical type and 


identical arrangement. Exhibit 1 is an advertising folder put out by 


Coshocton, in which the prospective purchaser is told that: 

The Co-Shoc line is complete. There are sizes for men, women, boys 
and girls. Some of the best selling numbers appear on the panel below 
as well as on the inside spread. . 

The panel referred to contains illustrations of six “best selling 
numbers,” each with its identifying name printed beneath. They 
are “Buckeye,” “Jumbo,” “Kubs,” “Doublefleece,” “The Colonel,” 
and “Milglove.”’ On the reverse side of the folder, under the cap- 
tion “Representative Co-Shoc Big Bear Work Gloves,” are shown 
twenty-four other styles, each identified by a different style name. 

I am clearly of the opinion that this company’s use of the word 
“Buckeye” has in no sense indicated the origin of its product. That 
function has always been performed by the trade-mark “‘Co-Shoc,”’ 
while the “Buckeye” notation has served merely to indicate one of 
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the hundreds of types or styles of glove sold under the “‘Co-Shoc”’ 
mark. It has long been settled that such use is insufficient to estab- 
lish trade-mark ownership. U.S. Playing Card Co. v. C. M. Clark 
Publishing Co., 30 App. D. C. 208. 

In support of his conclusion to the contrary in this case the 
Examiner of Trade-Mark Interferences relies on John Wood Mfg. 
Co. v. Servel (C. C. P. A.), 77 Fed. (2d) 946 (25 U.S. P. Q. 488). 
That, however, was an opposition proceeding, and while the court 
held that a motion to dismiss the opposition was properly denied 
even though the opposer had not alleged trade-mark use of its mark, 
but only use as a “grade or model mark,” nothing appears in the 
decision that would indicate a departure from the fundamental rule 
which requires ownership as a prerequisite to registration. The 
distinction between that case and this lies in the fact that the prevail- 
ing party to an interference must necessarily be entitled to regis- 
tration of his mark, whereas an opposer need only prove that he 
would be damaged by registration to his adversary. 


From what has been said it follows that in my judgment The 
Coshocton Glove Company is not entitled to an award of priority; 
and the remaining question is whether Buckeye Glove Company has 


shown such use of the trade-mark involved as to entitle it to the 
registration thereof. Counsel for the Coshocton Company argues 
that it has not, because the mark as it appears on the specimen labels 
filed with the application is associated with a pictorial feature, 
characterized by Coshocton’s counsel as a tomato, but insisted by 
the Buckeye Company’s attorneys to be the representation of a buck 
eye. It is thus urged that the Buckeye Company is seeking to regis- 
ter only a part of the mark it has adopted and used. 

This argument finds sufficient answer in the case of In re 
Standard Underground Cable Co., 27 App. D. C. 320. There the 
mark sought to be registered was the word “Eclipse,” and the ap- 
plication had been rejected by the Patent Office because the labels 
submitted to show the mark as actually used disclosed in addition a 
pictorial representation of a partial solar eclipse. In reversing the 
decision of the Commissioner the court said: 
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It is within common knowledge that a trade-mark is ordinarily used 
upon a label which contains embellishments, ornamentations, and other 
matter, which, standing by themselves, may often be proper subject-matter 
for exclusive appropriation as trade-marks, yet such matter is no essential 
part of the trade-mark claimed and by which the brand, in connection with 
which they are used, becomes known. 

Applying the principles announced in that case to the record 
before me, I am of the opinion that Buckeye Glove Company has 
sufficiently proved a trade-mark use of the word “Buckeye,” at 
least as early as January, 1931. 

The decision of the Examiner of Trade-Mark Interferences is 
reversed, and Buckeye Glove Company is adjudged to be the prior 
user of the trade-mark “Buckeye” and entitled to the registration 
thereof.’ 


Opposition—Period 


Frazer, A. C.: Parke, Davis & Company petitions that its 
notice of opposition be accepted and filed notwithstanding the fact 
that it was not received in the Patent Office until more than thirty 
days after the publication of the trade-mark sought to be registered 
by the applicant, Robert P. Scherer. 


The time within which a notice of opposition may be filed is 


fixed by statute, and in my opinion the Commissioner of Patents is 
without authority to extend the period prescribed. 

The petition is therefore necessarily denied.” 

7 Buckeye Glove Co. v. Coshocton Glove Co., Int. No. 2,47 
P. Q. 52, March 23, 1936. 


8 Parke, Davis & Company v. Robert P. Scherer, Opp’n No. 
U. S. P. Q. 148, April 2, 1936. 
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UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel, 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered. 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 





